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Vocve Co. v. THompson-Hupson Company 
(300 Fed. Rep. 509) 


United States Circuit Court of Appeals, Sizth Circuit 


October 7, 1924 


$ Unrarr Competition—Basis—Insury to PLarntirrF ANv Fraup on Con- 

SUMER SUFFICIENT. 

If B. represents that his goods are made by A., and if the damage 
therefrom to A. is to be seen, there is no consideration which makes 
it controlling whether such damage comes from market competition 
with some article which A. manufactures, or in some other way. The 
injury to A. and the fraud upon the consumer being present, nothing 
else is needed. 

Same—“Vocue” ror Hats anp For FasHion MaGazine Descriptive aND 
in Irsetry IncapaBLe or Protrection—Use or Letrrer V, Distinc- 

TIVELY PreseENTED witH Device ENJOINED. 

Where plaintiff used the word “Vogue,” with the device of a 
woman’s head within the distinctive capital letter V as the title of a 
fashion magazine mainly devoted to millinery topics, it could not 
restrain defendant from using merely the word “vogue” as a trade- 
mark for hats; but was entitled to an injunction restraining the latter 
from the use of the distinctive letter V and the device of the woman’s 
head; and the decision of the lower court was reversed. 


In equity. Appeal from the District Court of the United 
States for the Northern District of Ohio in an action for unfair 


competition. Reversed and remanded. For opinion of the lower 
court, see 13 T. M. Rep. 349. 


Harry D. Nims, of New York City (E. J. Marshall, of Toledo, 
Ohio, and MacDonald, De Witt and Minturn De S. Verdi, 
all of New York City, on the brief), for appellant. 

Samuel W. Banning, of Chicago, Ill., (Ephraim Banning, 
Thomas A. Banning and Thomas A. Banning, Jr., all of 
Chicago, Ill., Charles H. Studin, of New York City, and 
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Rathbun Fuller, of Toledo, Ohio, on the brief), for ap- 
pellees. 


Before Denison, Mack and Donanve, Circuit Judges. 


Denison, Circuit Judge: The plaintiff below, appellant 
here, is the publisher of a magazine known as “Vogue.” This pub- 
lication began in 1892. Plaintiff then adopted and has since used 
what it has claimed to be its two trade-marks: First, the arbitrary 
name “Vogue”; and, second, a large-sized capital letter “V,” carry- 
ing between its sides the figure of a woman, which mark it calls the 
“V-Girl.” The name has been used as the name of the magazine 
and in many collateral ways; the “V-Girl’ has been displayed con- 
stantly on the magazine and in the advertising literature of and by 
the magazine and collateral enterprises. Alleging trade-mark in- 
fringement and unfair competition, defendant brought this suit 
against a department store in Toledo, based upon sales by its mil- 
linery department of hats carrying the name and label said to in- 
fringe. The Vogue Hat Company, a New York corporation, manu- 
facturer of the hats so sold, was permitted to intervene, and seems 
to have conducted the defense. 

The District Court thought that, so far as the case counted on 
unfair competition, it must be dismissed, because there was no com- 
petition between the publishing of the magazine and the manufac- 
ture of hats, and that, so far as it counted on trade-mark infringe- 
ment, it failed, because magazines and hats are not articles “of the 
same descriptive qualities.” The plaintiff’s mark, used as the initial 
letter of its name, and extending far above and below the remainder 
of the name, is: 
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Defendants’ label, carried on a band across the interior of the 
crown of its hats, is: 





It appears that from the beginning the magazine assumed to be 
an intrepreter of and authority upon style in women’s wear, and 
that, from an early stage, it has devoted a considerable share of its 
efforts in this direction to millinery. There is no doubt that, prior 
to 1912, the magazine had become, the country over, one of the 
dominating factors in the creation and promotion of styles, including 
those in millinery, and its approval or promotion of any pattern or 
style in its pages carried great influence. In 1912 the Vogue Hat 
Company was organized, and in 1913 it began to mark its hats with 
the above label. These hats, so manufactured, were put on sale by 
retailers throughout the country. There is no reason to doubt that 
this course of conduct by the defendant manufacturer and its retail- 
ers created a very common alternative impression—first, that these 
hats were manufactured by the plaintiff; or, second, that, although 
some knew that plaintiff was not manufacturing, yet these hats were 
in some way vouched for or sponsored or approved by the plaintiff. 
Such an impression is obviously one that would be inevitable, there 
is abundant proof that the average purchaser in different parts of 
the country so believed, and there is no reason to doubt that the 
saleswomen of the defendant retailer, who thus represented in ex- 
press terms to inquiring customers, were speaking what they be- 
lieved to be the truth. Save for the obstacles which have been men- 
tioned, and which the District Court thought insuperable, the plain- 
tiff’s case for relief is too clear for question. 
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So far as plaintiff's rights are based upon the mere use of the 
word “Vogue” in the phrase “Vogue Hats,” we think the District 
Court was right. The word itself was by no means arbitrary. In 
1892, as since, the word was one of common right. It was approx- 
imately synonymous with “style” or “fashion.” If it had been dur- 
ing a long period exclusively applied by a manufacturer to its prod- 
uct, a forceful secondary meaning might or might not have arisen; 
but it has not been so applied. In so far as it went beyond merely 
indicating the magazine, it has been constantly used in substantially 
a descriptive way, and in that way there could not be, nor has there 
been, any exclusive use by plaintiff. The record informs us that 
“Vogue Shops,” selling various kinds of apparel, have been and are 
very common throughout the country. Plaintiff’s claim of monop- 
oly along this line logically embraces them all; and though, par- 
ticularly as to women’s apparel, there is likely to be a considerable 
element of mistake on the part of purchasers who suppose that the 
use of the word indicates some connection with the magazine, it is 
a mistake for which plaintiff must carry the responsibility, because 
it chose as the name of its magazine a word which all are at liberty 
to use. 

When we come to the use by defendant of the capital letter “V” 
in its peculiar relations to the label, the case has a different aspect. 
The capital letter “V,’ displayed in such relatively large size that 
it dominates its surroundings, and whether or not it carries the in- 
closed figure of a woman, has been an individual characteristic of 
the plaintiff company in all its publications and advertisements in 
which it has used the word “Vogue.” The defendant has adopted 
this characteristic; the differences in the inclosed woman’s figure 
are immaterial, and only emphasize an obvious intent to leave a 
loophole of escape, while getting the full benefit of the copying. 
Whether we consider the case as one of technical trade-mark or 
so-called unfair competition, and if we consider plaintiff's rights 
as confined to the use of this ““V-Girl” and the capital letter “V” 
in its dominating relation to the remainder of the word, the defend- 
ants’ appropriation of plaintiff's dress is not to be disputed. 

For the purpose of this opinion, but without intimating a deci- 
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sion, we assume that relief could not be given under the law of 
technical trade-marks. Whether the commonly applicable rule, that 
the trade-marked product and the infringing article must be of the 
same descriptive qualities, should be modified and adapted to meet 
such a case as this, can be passed until necessary for decision. 

We come, then, to what is called “unfair competition.” This 
is nothing but a convenient name for the doctrine that no one should 
be allowed to sell his goods as those of another. This rule is 
usually invoked when there is an actual market competition between 
the analogous products of the plaintiff and the defendants, and so 
it has been natural enough to speak of it as the doctrine of unfair 
competition; but there is no fetish in the word “‘competition.”” The 
invocation of equity rests more vitally upon the unfairness. If B. 
represents that his goods are made by A., and if damage therefrom 
to A. is to be seen, we are aware of no consideration which makes 
it controlling whether this damage to A. will come from market 
competition with some article which A. is then manufacturing or 
will come in some other way. The injury to A. is present, and the 
fraud upon the consumer is present; nothing else is needed. This 
is the principle upon which the two English bicycle cases were de- 
cided. Walter v. Ashton [1902] 2 Ch. Div. 282; Eastman Co. v. 
Kodak Co., 15 Rep. Pat. Cases, 105. It was also at the bottom 
of our own decision in Peninsular Co. v. Levinson, 247 Fed. 658, 
159 C. C. A. 560 [8 T. M. Rep. 171] and of Akron Co. v. Willys 
Co. (C. C. A. 3) 273 Fed. 674 [11 T. M. Rep. 281]; Imperial Co. 
v. Fairbanks Co., 50 App. D. C. 250, 270 Fed. 686 [11 T. M. Rep. 
107]; Aunt Jemima Co. v. Rigney (C. C. A. 2) 247 Fed. 407, 159 
C. C. A. 461, L. R. A. 1918C, 1039 [8 T. M. Rep. 163]. We have 
no doubt it is a sound principle, and should be applied in appro- 
priate cases. 

In this case the reasonable probability of injury to plaintiff 
through defendants’ misrepresentation is clear, even if it has not 


actually occurred. Plaintiff's magaziue is so far an arbiter of style 
and the use of plaintiff's trade-mark upon defendants’ hats so far 
indicates that the hats were at least sponsored and approved by 
the plaintiff, that the same considerations which make the misrepre- 





ieee 6 a a 


aeRO ne 


pate tite 


estat ST Mo 
SONNE IOS AS SEO TOMELOP CLES FA PSE LANE BEE AM BALE LILIES 
2 J rs a 


PSR Ran 


ee 


‘ ‘ “a aaa 
Bape ac G9) cinta SD . - 








6 FIFTEEN TRADE-MARK REPORTER 


sentation so valuable to defendants make it pregnant with peril to 
plaintiff. It seems not extreme to say, as plaintiff's counsel do, 
that persistence in marking under this trade-mark articles of ap- 
parel which are unfit, undesirable, or out of style would drive away 
thousands of those who customarily purchase plaintiff's magazine. 
This record makes a case entirely fit for the application of the 
principle just discussed; and plaintiff was entitled to an injunction 
against the further use either of the “V-Girl” or the “V,” not in 
its ordinary use as a capital letter, but as the dominating feature 
of the label. 

However, we find no satisfactory basis for an accounting 
against either the manufacturer or retailer for profits or damages. 
The case is peculiarly one where such damage as has occurred, like 
that which is still in prospect, is incapable of computation. We 
see no reasonable probability that any substantial damages could be 
proved and reduced to dollars and cents with that degree of accu- 
racy that is essential in such a case. Nor does this conclusion— 
that there should be no accounting—make it necessary to decide 
whether plaintiff is entitled to relief strictly as for trade-mark in- 
fringement. Those cases in which plaintiff in such a suit has been 
awarded all the profits which defendant received from the sale of 
the articles wrongfully trade-marked have been cases in which, by 
the theory of the law, the plaintiff had lost the sales. The plaintiff's 
relief will therefore be confined to the issue of an injunction and 
the recovery of taxable costs of both courts. 

Since the misrepresentation put by defendant manufacturer 
upon the label requires the injunction, it is unnecessary to differ- 
entiate the case more expressly made against the retailer. The 
other grounds urged in defense have not impressed us. 

The decree dismissing the bill is vacated, and the case re- 
manded for further proceedings pursuant to this opinion. 
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Wuirttemore Bros. Corporation v. Ramsey 
(300 Fed. Rep. 576) 


United States District Court, District of Massachusetts 


July 28, 1924 


Trape-Marxks—“Surers” ror LeatuHer Dresstnc—Lacues—Dovstrvut Prior- 
1ry—DIsMIssAL. 


Where complainant, a manufacturer of shoe dressing under the 
trade-mark “Superb,” had known of, and acquiesced in the use by 
defendant of the same word on liquid shoe polish, and priority of 
use was in doubt, the former held not to be entitled to an injunction 
restraining such use by defendant. 

In equity. Suit for alleged trade-mark infringement. Bill 
dismissed. 


George H. B. Green, Jr., of Boston, Mass., and Owen, Owen 
§ Crampton, and F. F. Crampton, all of Toledo, Ohio, for 
plaintiff. 


James J. Irwin, of Boston, Mass., for defendant. 


Morton, District Judge: This is a suit to restrain an alleged 
infringement of the word “Superb” as a trade-mark applied to shoe 
dressing. The case was fully heard on depositions and oral testi- 
mony. The trade-mark was registered by the plaintiff's predecessor 
in the United States Patent Office on February 13, 1906. The facts 
are as follows: 

The plaintiff does a large business in manufacturing and sell- 
ing shoe polish. For a number of years it and its predecessors 
have made extensive use in domestic and foreign commerce of the 
brand or trade-mark here in question, which consists only of the 
word “Superb.” The defendant also is a manufacturer of shoe 
polish. He admittedly uses “Superb” as a trade-mark, and he as- 
serts the right to do so because of a continuous use of it by himself 
and his predecessors in business to a time antedating the first use by 
the plaintiff and its predecessors. 

The plaintiff's business was started by the grandfather of one 
of the present managers in 1852 or 1853, at West Bridgewater, 
Mass., and has grown with the passing years. It first applied the 
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word “Superb” to a dressing used on patent leather, and known as 
“Patent Leather Dressing,” the new name being “Superb Patent 
Leather Dressing.” For some years this was the principal, if not 
the only, use of the trade-mark. Just when this was done is not 
very definitely established. As late as November 17, 1890, the 
dressing was still being sold as “patent leather dressing.” By the 
end of 1899 it was certainly being sold as “Superb Patent Leather 
Dressing.” The plaintiff's records back of 1899 were inadvertent- 
ly destroyed some years ago. Mr. Carl Whittemore testifies that 
“Superb” was used as early as 1892 or 1893; but other witnesses 
called by the plaintiff—Mr. Pessels, its superintendent, and Mr. 
Emery, its credit man—place the earliest use as about 1895; Mr. 
Emery thought early in 1895. The statements made by the plain- 
tiff’s predecessor in connection with the registration in 1906 gave 
the date of earliest use as 1890; but they are distinctly self-serving 
declarations, and do not carry much weight as against testimony in 
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court; and the uncorroborated recollection of interested witnesses 
upon such a point, going back 30 years, is hardly safe to rely upon, 
except with a considerable margin for error. At the time when this 
bill was filed “Superb” was used by the plaintiff on a pretty exten- 
sive line of paste shoe polishes, and had become widely associated 
in the trade in question with the plaintiff's goods. 

On the other side, the defendant’s business was begun by 
Alden T. Cleveland during the latter part of 1893 or the first part 
of 1894. He owned and ran it until 1914, when it was incorporated 
and sold to one Gleason. Gleason sold to the present owner, Mr. 
Ramsey, in 1922. Mr. Cleveland testifies that he adopted the 
word “Superb” as a trade-mark when he began his business, hav- 
ing looked the matter up and found that no other manufacturer 
was then using it. I think that his label, as shown in the Parker- 
Holmes catalogue of 1902, lends support to this statement. It em- 
phasizes “Superb” as the principal word, something which the 
plaintiff's predecessors did not do till later, and it is likely he would 
have looked the matter up before so identifying his product with 
the word. Cleveland’s business was in or near Boston. He was 
familiar in a general way with what Whittemore Bros. were then 
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doing, and he testified that their first use of the word, to his knowl- 
edge, was some years after he had adopted it. Again the catalogues 
tend to support him. They show that Whittemore’s early use of 
“Superb” was in an unemphasized manner. As late as 1910 Whitte- 
more’s marking was “Superb Patent Leather Dressing,’ with all 
words printed the same size. Whittemore had many other trade- 
marks or brands; Cleveland apparently only this one. Mr. Hum- 
phrey and Mr. McKay, who for many years have been salesmen 
in retail shoe shops in Boston, both say that they have known about 
Cleveland’s “Superb” shoe polish since as early as 1895. Mr. Hum- 
phrey fixes the date with reference to his employment in a shoe 
store on Winter Street, which he left about 1897, and Mr. McKay 
with reference to a visit to Boston to the World’s Christian Endea- 
vor Convention in 1895, when, as a boy, he came in contact with 
Mr. Cleveland through an uncle, who was a friend of Mr. Cleve- 
land. He testifies that at that time he saw jugs marked “Cleve- 
land’s Superb” polish. He went into the shoe business himself in 
1901 in Houlton, Me., and he bought “Superb” polish from Cleve- 
land. It was then a liquid dressing sold in a bottle. In the Parker- 
Holmes Company catalogue of 1900 the word “Superb” appears 
in use as a trade-mark by both Whittemore and Cleveland, but 
Cleveland’s use of it is more prominent and distinctive than Whit- 
temore’s. The former’s product is listed as “Cleveland’s Superb 
Polish”; the latter’s as ‘““Whittemore’s Patent Paste,’ with a cut 
of the box on which appears “Superb Patent Leather Polish.” The 
following year this catalogue again listed “Cleveland’s Superb 
Polish,” and under the heading “Whittemore’s Dressings” it listed 
about a dozen different trade-marks or brands, e. g., “Gilt Edge,” 
“Boston Dressing,” “Star Russet,” “Jewell Brown,” “Superb Pat. 
Paste,’ etc. In 1902 this catalogue lists ““Whittemore’s Dressings” 
much as in 1901; but it shows on the same page a cut of “Cleve- 
land’s Superb Polish,” a bottle having a label on which “Superb” 
is very prominent. In the 1910 catalogue of the Hamilton-Brown 
Shoe Company, of Boston and St. Louis, the same cut appears be- 
side Whittemore’s “Oil Paste.” There were leading houses, and I 
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can hardly doubt that both Whittemore and Cleveland were aware 
of this advertising. 

It is clear that neither concern was using the trade-mark in 
question in 1890; that both were using it in the latter part of 1899, 
when the Parker-Holmes catalogue dated 1900 was prepared; and 
that the use by both has been continuous since that time. All of the 
earlier use by Cleveland appears to have been in connection with 
liquid polishes; Whittemore has always applied the word to pastes. 
Each party must have known that the other was using the word 
as a trade-mark in the manner just described. Cleveland never 
attempted to prevent Whittemore from doing so, and until recently 
Whittemore never attempted to prevent Cleveland. I think it prob- 
able that “Superb” is associated in the trade with Whittemore’s 
paste and Cleveland’s liquid dressings. It is only recently that the 
Cleveland business has entered the former field and begun to apply 
the word to pastes in any such extensive way as would be likely 
to attract the plaintiff's attention. Undoubtedly the present suit 
is occasioned by the fact that Ramsey is endeavoring to develop 
the Cleveland business and is pushing the sale of its goods more 
strongly than had formerly been done. But I do not see that this 
affects the result. 

Here are two concerns, both situated in or near Boston, and 
both of which for more than 20 years have been using this word as a 
trade-mark. I do not think that the case turns on any narrow 
margin of priority. If it did, I should think the defendant’s testi- 
mony as persuasive on that point as the plaintiff’s, and that the 
latter has not established prior adoption and use. On such facts 
it seems to me clear that neither of the parties is now entitled to 
prevent the other from using the word in the way in which the other 
party has so long been using it. The one which first adopted and 
used it has, by long acquiescence, lost the right to prevent the other 
from doing so. 

Aside from acquiescence, the situation presents an element of 
laches or estoppel. For over 20 years the plaintiff and its predeces- 
sors have taken no action to assert their alleged rights in the face 
of what it now says is open infringement. Witnesses who knew 





WHITTEMORE BROS. CORPORATION V. RAMSEY 11 


the facts have died; memories have grown dim; records have dis- 
appeared; the evidence which 20 years ago would have been clear 
and decisive is now vague or lost. During this inaction by the 
plaintiff the defendant and its predecessors have gone ahead and 
built up their business. If the case required it, I should be inclined 
to say that this ground alone is sufficient to bar the plaintiff from 
the broad relief in equity which it seeks. 

The most difficult question is whether the plaintiff is entitled 
to an injunction preventing the defendant from applying “Superb” 
to pastes. Both forms of dressing serve the same general purpose, 
and, while the evidence is not very clear, I infer that both may be 
put out by the same manufacturer. For reasons already stated, 
I am of opinion that the plaintiff has not established its priority 
over the defendant’s predecessors in the original use of “Superb” 
as applied to shoe polish. This being so, I do not think it entitled 
to restrict the defendant’s use of the word, provided, of course, no 
actual fraud or misrepresentation is practiced, 

There is no evidence of actual fraud in putting out the de- 
fendant’s goods as the plaintiff's, nor is there any fraudulent imita- 


tion of dress or package. If the defendant, in putting out shoe 
pastes, should endeavor to appropriate the plaintiff's good-will a 
different case will be presented. 

It is unnecessary to decide whether “Superb,” as applied to 
shoe polishes, is so descriptive as to be insusceptible of valid ap- 
propriation as a trade-mark. 

Bill dimissed, with costs. 
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Routus-Royce or America, Inc. v. Howarp Watt, Inc. 
United States District Court, District of New Jersey 


October 6, 1924 


Trape-Marks—Unrair Competition—“Roitis-Royce” on Rapio Tuses— 
PreLiminaky INJUNCTION. 
The defendant’s use of the name “Rolls-Royce,” a name made 
famous by the plaintiff as a trade-mark for automobiles, on radio 
tubes held unfair competition and enjoined. 


In equity. Suit for alleged unfair competition. Hearing on 
motion to dismiss bill and hearing on order to show cause why 
preliminary injunction should not issue. Injunction granted. 


Before Runyon, Judge. 


Arthur F. Egner, of Newark, N. J., for plaintiff. 
Samuel H. Nelson, of Newark, N. J., for defendant. 


In the Beech-Nut case, as was said, there was, before the Beech- 
Nut Packing Company came to its eminence, a real proprietary right 
in the Lorillard Company in certain of its subsidiary holdings to 
the term “Beech-Nut.”” The background of the two cases is entirely 
different. In this case, as I say, I do not see anything so dissimilar 
in the products of the two makers, the automobile makers and the 
radio tube makers, as to lead me to say that one may with impunity, 
by reason of the difference of his product, appropriate the name 
that has been attached to the automobile and its various parts. 

I shall have to deny the motion for the dismissal of the bill for 
the want of equity. * * * 

The restraint will be continued until final hearing. * * * ' 

I think I appreciate the defendant’s position. It just im- 
presses me that the defendant has taken unto himself and for his 
own use a glittering name. He has dipped right into things and 
he has taken the name without any “rime or reason,’—the name 
that stands before all the world as the synonym for ultra quality. 
I do not see myself that there is any special dispute as to what he 
has done or has not done, or what his position is. I think he has 
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appropriated that to which he hasn’t any possible right and that 
is the reason I am minded to find as I have. 

The Court. (Orally, at close of argument): 

I am more impressed with the broad equities in this matter 
as it is presented in this individual case than I am perhaps by cer- 
tain collateral citations. 

The Rolls-Royce Company is a company which has occupied 
its pre-eminence by reason of its product, and the name attached 
thereto is one that is perhaps as far out of the ordinary name as is 
the product itself out of the ordinary automobile product. It 
hasn’t been a reaching by reason of an attractive trade-mark on the 
part of the makers to establish that which is known to the world 
in connection with their product; it is the simple presentation of 
their individual names as makers. They have, by reason of the 
product of their own brains and skill, gained for themselves a tre- 
mendous eminence in the mechanical world. The maker of tubes 
comes and without any pretense at all, so far as I understand it, 
that he has a proprietary right or a moral right, a trade right, 
simply appropriates to himself a name which is the synonym for 
quality, for pre-eminent quality. 

So far as the similarity or dissimilarity of the products is 
concerned, I must confess as an ordinary layman that there isn’t 
anything startlingly dissimilar or inconsistent in the idea of a manu- 
facturer of automobile parts also manufacturing radio parts. It 
delves into a field with which the ordinary layman is largely 


ignorant, and has to do with electricity in general and in many 
ways. It seems to me that the appropriation by this radio tube 
maker of the name “Rolls-Royce” is a distinct trespass upon the 
equitable rights of the makers of the automobile parts. I can’t 
see even in the citations that have been given that which leads me 
to determine otherwise than I am minded to determine. 
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Guiose-WerNIcKE Co. v. Sare-Caspinet Co, 
(144 N. E. R. 711) 


Supreme Court of Ohio 
June 10, 1924 


Rehearing Denied September 25, 1924 


Trape-Marks—Uwnram CompetTition—WHEN INFRINGEMENT WILL BE En- 

JOINED AND Prorits Restorep. 

Where a manufacturer of an article infringes a trade-mark or 
imitates a distinctive mark, dress, or label of the product of another, 
which has become established in the trade, and the infringement or imi- 
tation, is wilful, deliberate, and with the purpose of deceiving, upon ap- 
plication of the party injured not only will further manufacture and 
sale thereof be enjoined, but the injured party is also entitled to 
recover from the wrongdoer the profits realized from the sale of such 
infringing article. 

Trape-Marxs—Uxram Competirion—Recovery or Prorrrs. 

The profits recoverable in equity for unfair competition are gov- 
erned by the same rule as in cases of infringement of trade-marks, 
and are not limited to such as accrue from sales in which it is shown 
that the customer is actually deceived, but include all profits made 
on the goods sold in the simulated dress or package and in violation 
of the rights of the original proprietor. 

Trave-Marks—Unrair Competition—Prorits Actuatty REaLizep FROM 

Sate or Inraincep Articte RECOVERABLE. 

The profits to be accounted for in such case are not those which 
might reasonably have been made, but those which were actually 
realized from the sale of the infringed article. The wrongdoer is not 
permitted to profit from his own wrong, but actual cost and expense 
of production and sale should be considered in rendering such account. 

Trape-Marxs—Unrarr Competition—Interest oN Capitan Usep in In- 

FRINGING OPERATIONS AND EXPENSES sHOULD BE DepvucTEep From 

Gross Amount Recetvep ror Inrrincep ARTICLE. 

In determining such profits, interest on capital invested in a busi- 
ness, to the extent of actual employment in the infringing operations, 
along with other items of expense of production and sale, should be 
deducted from the gross amount received for such product. 


In equity. Action for unfair competition. 

Judgment for plaintiff in part affirmed by the Court of Ap- 
peals, defendant brings error, and plaintiff files cross-competition 
in error. Affirmed. For the decision appealed from, see 4 T. M. 
Rep. 146.) 

This case comes into this court on error from the Court of 
Appeals, which court, except as subsequently noted, affirmed the 
finding of the master theretofore appointed. A special master had 
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been appointed pursuant to a former judgment of the Court of 
Appeals, which, with certain modifications, had been affirmed by 
this court, as shown by the journal entry appearing in 92 Ohio 
St. at page 532, 112 N. E. 478, wherein the Globe-Wernicke Com- 
pany was perpetually enjoined from continuing certain acts of 
unfair competition, therein enumerated, in connection with or in 
respect to the business and trade of the defendant in error, the 
Safe-Cabinet Company. The portion of the journal entry now 
material is as follows: 


“It is further ordered that the Master heretofore designated and 
appointed by the Court of Appeals be and he hereby is directed to 
take the testimony of witnesses, make examination of all documents, books 
and papers that may in any manner aid or enable him to state an account 
between said parties, plaintiff in error and defendant in error, of the 
gains and profits made by the Globe-Wernicke Company, plaintiff in error, 
by reason of the sale by it of metal containers such as that exhibited in 
‘Plaintiff's exhibit, defendant’s cabinet’? by the said acts of unfair com- 
petition in trade found by the Court of Appeals, together with such damage 
or damages as the defendant in error, the Safe-Cabinet Company, may 
have suffered by reason of the wrongful acts in that behalf on the part of 
the Globe-Wernicke Company, plaintiff in error * * *.” 


The acts of unfair competition found by the Court of Ap- 
peals, as shown by its entry, were as follows: 


“1. That the plaintiff in error, the plaintiff below, the Safe-Cabinet 
Company, has heretofore manufactured metal containers or cabinets for 
the filing and preservation of documents, papers or other articles, and 
has extensively sold the same under the trade-name ‘The Safe-Cabinet,’ 
and that said trade-name has come to mean and indicated to the plaintiff's 
customers, the trade and the general public, that goods sold under the 
said trade-name are manufactured and sold by the plaintiff and emanate 
from it and none other. 

“That the plaintiff's containers or cabinets have been constructed with 
with a shape, design and appearance of a distinctive character, and have 
been decorated in an olive green color, ornamented with gold or yellow 
lines, in imitation of paneling, and that such an article so constructed and 
decorated has come to mean and indicate to plaintiff’s customers, the trade 
and the general public, an article made and sold by the plaintiff and 
emanating from it and none other. 

“2. That the defendant in error, the Globe-Wernicke Company, in 
disregard of the rights of plaintiff as aforesaid has made metal containers 
or cabinets which are or purport to be of like nature with those of the 
plaintiff as aforesaid, and has sold the same under the name ‘Globe 
Cabinet Safe,’ and has constructed them with a shape, design and appear- 
ance simulating the plaintiff’s article aforesaid, and has decorated them 
in an olive green color ornamented with gold or yellow lines in imitation 
of paneling, all of which were intended to deceive and did deceive the 
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public, the trade, and the plaintiff's customers, and were calculated to 
injure the plaintiff in its good-will and reputation, and to divert and 
secure to the defendant in error the profits and emoluments arising from 
the plaintiff's good-will, extensive advertising and sale of its said article 
under the said name “The Safe-Cabinet’; that in so doing the defendant in 
error the Globe-Wernicke Company, has been guilty of unfair competition 
in trade, and the plaintiff in error the Safe-Cabinet Company is therefore 
entitled to an injunction as prayed for in its petition. 

“3. The Court further find that the defendant in error the 
Globe-Wernicke Company, has by the use of the name ‘Globe Cabinet Safe,’ 
and by the structure, design, appearance and decoration simulating the 
plantiff in error’s article known as ‘The Safe-Cabinet’ aforesaid and by 
means of advertising its said article ‘Globe Cabinet Safe’ extensively in a 
manner and style simulating the advertising by the plaintiff in error of its 
article “The Safe-Cabinet’ materially injured the business of the plaintiff 
in error, and its good-will and trade have been damaged, and plaintiff 
has thereby suffered a loss in the profits of its said business which it 
would not have suffered but for the unfair trade aforesaid of the defendant 
in error, and that by reason thereof the plaintiff in error is entitled to 
recover from the defendant in error such damages as it may have suffered 
by reason of the said unfair competition in trade, together with its costs 
herein expended.” 


During the progress of the hearing before the Master, evidence 
was offered tending to show that in certain sales of safes there had 
been no deception or misleading of purchasers by the Globe-Wer- 
nicke Company or its agents, and that purchasers knew that the 
safes they were getting were safes manufactured by the Globe- 
Wernicke Company, which evidence was rejected by the Master. 

The report of the Master disclosed that the gross receipts re- 
alized by the plaintiff in error from the manufacture and sale of 
the safes and metal containers involved in such investigation 
amounted to the sum of $430,741.40; that the total deductions 
therefrom allowed by the Master amounted to the sum of 
$318,732.57; and that the net profits realized by the plaintiff in 
error therefrom, and for which he found it to be accountable, 
were $112,008.83. The Master found that the correct calculation 


of interest at 6 per cent. upon the proportion of plaintiff in error’s 
invested capital, as represented by the ratio borne by the gross 
sales of the safes in question to the gross sales of its entire busi- 
ness, is the sum of $30,464.93, but his conclusion was that such 
was not a proper item of deduction. The Master also found that 
plaintiff in error was not entitled to deduct from its gross receipts 
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the sum of $17,338.10, or any part thereof, which it had ex- 
pended for attorney fees, costs and expenses in connection with 
the suit brought by the defendant in error against the plaintiff in 
error in the United States District Court for the Western Dis- 
trict of New York for infringement of the “Wege” patent, which 
plaintiff in error claimed to be a part of the general expenses of 
its business and included in its administrative office and general 
expenses. On the other hand, the Master found that the defend- 
ant in error was not entitled to recover the sum of $15,308.95, 
paid by it to Ernst & Ernst for their services as accountants. 
These were the items particularly in dispute. 

The Court of Appeals held that the interest on capital in- 
vested was a proper item of expense of manufacture and sale 
of said safes and should have been allowed. To that extent it 
modified the finding of the Master, and, as so modified, affirmed 
and rendered judgment. 

The questions above indicated are now presented to this 
court by petition in error and cross-petition in error. The further 
facts necessary to a consideration of the case are stated in the 
opinion. 


R. H. Parkinson, of Chicago, Ill., and Harmon, Colston, 
Goldsmith § Hoadly, of Cincinnati, for plaintiff in error. 

John E. Fitzpatrick, of Cincinnati, and James L. Steuart 
and Frank S. Moore, both of New York City, for de- 
fendant in error. 


Martruias, J.: In the consideration of this case we shall 
refer to the Safe-Cabinet Company as the plaintiff and to the 
Globe-Wernicke Company as the defendant, they having thus 
appeared in the trial court. 

Some of the questions suggested in the briefs and urged 
upon the court in oral argument for further consideration were 
fully determined by this court in the former proceeding (92 
Ohio St. 532, 112 N. E. 478), and must be regarded as adjudi- 
cated, and will be referred to only as it is necessary incidentally 
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to do so in the discussion and the decision of the issues before 
us at this time. 

The issue as to the violation of the rights of plaintiff by 
acts and methods claimed to constitute unfair competition in trade 
was determined in favor of the plaintiff, and as a result thereof 
the prayer for an injunction was granted restraining the defend- 
ant from continuing such acts, and also requiring an accounting 
of the gains and profits realized by the defendant, resulting from 
the acts found by the court to constitute such unfair competition 
in trade. These, therefore, are no longer open questions in this 
case. The only questions before us for consideration are those 
which arise out of the proceedings before the Master with refer- 


ence to the accounting. The first and probably most important 


question presented is the claimed error upon the part of the Master, 
that he entered a finding against the defendant without evidence that 
defendant’s cabinets had been sold by any act of unfair com- 
petition, charged or found, and that the master refused to receive 
and consider evidence proffered by the defendant in the way of 
statements of purchasers of defendant’s safes to the effect that 
they bought them understanding them to be defendant’s manu- 
facture and that no deception in fact was practiced upon them 
by the defendant in inducing or procuring such sales. The 
master based his ruling, first, upon the theory that under the 
law governing cases of unfair competition the plaintiff is entitled 
to recover all profits on all sales of infringing articles made by 
defendant, regardless of a want of showing deception or the mis- 
leading of purchasers, and, second, upon the ground that the 
question was determined by the former decision and order of 
this court wherein the Master was directed to take an account 
of profits without regard to the manner in which the sales were 
made, which precluded defendant from further raising the ques- 
tion. 

The rule governing the rights of parties and the rule as to 
the measure of recovery, in cases of infringement of patents and 
cases of unfair competition, are quite similar, as disclosed in many 
authorities, among which the following may be cited: Singer 
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Manufacturing Co. v. June Manufacturing Co., 163 U. S. 169, 
16 Sup. Ct. 1002, 41 L. Ed. 118; Sazlehner v. Eisner § Mendel- 
son Co., 179 U. S. 19, 21 Sup. Ct. 7, 45 L. Ed. 60; Hamilton 
Brown Shoe Co. v. Wolf Bros. Shoe Co., 240 U. S. 251, 36 Sup. 
Ct. 251, 60 L. Ed. 629 [6 T. M. Rep. 169]; Hanover Star 
Milling Co. v. Metcalf, 240 U. S. 403, 3€ Sup. Ct. 357, 60 L. 
Ed. 713 [6 T. M. Rep. 149]; Elgin National Watch Co. v. Illinois 
Watch Case Co., 179 U. S. 665, 21 Sup. Ct. 270, 45 L. Ed. 365. 
Many other cases have been cited dealing with this proposition, 
from a consideration of which the rule may be deduced that where 
the wrong consists of such an infringement of a trade-mark of 
another, or such an imitation or simulation of the adopted name 
or the distinctive design, decoration, and appearance of the manu- 
factured article of another, as to result in unfair competition, 
and the infringement or imitation is shown to be deliberate and 
willful, the injured party is entitled to recover all the profits 
realized by the offending party upon the manufactured articles 
in question. The language used by Mr. Justice Pitney, in Hamil- 
ton Brown Shoe Co. v. Wolf Bros. Shoe Co., supra, and also by 
Chief Justice Fuller, in Elgin National Watch Co. v. Illinois 
Watch Case Co., supra, is particularly pertinent upon this pro- 
position. By the great weight of authority, particularly where 
the infringement or imitation was deliberate and willful, it is held 
that the wrongdoer is required to account for all profits realized 
by him as a result of his wrongful acts, regardless of any ques- 
tion of deceit or misrepresentation in the actual making of the 
sale, and the plaintiff in such action is not required to produce 
evidence of such actual deceit or misrepresentation in the vari- 
ous and sundry sales made. In the case of Avery & Sons v. 
Meikle §& Co., 85 Ky. 435, at page 446, 3 S. W. 609, 611 (7 Am. 
St. Rep. 604), the court in disposing of a question similar to 
that presented in this case said: 

“In this case it has been adjudged that the imitation was made with 
the design on the part of the appellees to make profit by the deception, 
and we perceive no reason why the appellants should not have the profits, 


if they claim nothing more. This Court cannot now, if so disposed, 
reconsider the question heretofore determined by requiring the plaintiffs 
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to establish a deception that has already been adjudged to exist. In equity 
the wrongdoer is treated as a trustee in respect to the property, and is 
considered as holding the profits for the rightful owner.” 


The previous finding of the court in the instant case was 
that the imitation by the defendant of the plaintiff's manufac- 
tured article in question was done with the intention to deceive, 
and if we were to review that finding at this time it would only 
be to say that it was simply warranted by the record, for it is 
there disclosed by the testimony of the president of the defend- 
ant company himself that he had purchased one of the safe cabinets 
manufactured by the plaintiff company and caused it to be shipped 
to his factory and turned over to the metal-working department, 
where, in accordance with his directions, it was examined, dis- 
sected and used as a basis for designing and manufacturing the 
article which he afterwards designated “Cabinet Safe,” although 
he directed that infringing the plaintiff's patent should be avoided. 
However, as a result of such instructions, and with the plaintiff's 
article before it, the defendant company manufactured and placed 
upon the market an article which it labeled “Globe Cabinet Safe,” 
so similar, not only in shape and proportion, but in design and 
appearance, even to the particular shade of green and the method 
of ornamentation, to the article long previously manufactured 
and sold by plaintiff, labeled “The Safe Cabinet,” that at only 
a few feet distant one could not be distinguished from the other. 
Cases in addition to those heretofore cited to the effect that 
under such circumstances the Court will not undertake to ap- 
portion the profits gained from the manufacture and sale of such 
infringed or imitated product are Benkert v. Feder (C. C.) 34 
Fed. 534; Graham v. Plate, 40 Cal. 593, 6 Am. Rep. 639; 
Callaghan. v. Myers, 128 U. S. 617, 9 Sup. Ct. 177, 32 L. Ed. 
547; Sazlehner v. Siegel-Cooper Co., 179 U. S. 42, 21 Sup. Ct. 
16, 45 L. Ed. 77; Regis v. Jaynes, 191 Mass. 245, 77 N. E. 
774, and Lynn Shoe Co. v. Auburn-Lynn Shoe Co., 100 Me. 461, 
62 Atl. 499, 4 L. R. A. (N. S.) 960. 
The right and remedy of one injured by acts of infringe- 
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ment or unfair competition are thus stated in 26 Ruling Case 
Law, p. 898, § 78: 

“Where one’s right of property in a trade-mark has been violated, he 
may elect to claim damages, or require the wrongdoer to account for 
profits; and in case of suit to enjoin the infringement of a trade-mark the 
Court may on a proper showing not only grant an injunction, but also 
decree an account of the profits made by the defendant resulting from the 
acts complained of, which is said to be the true criterion of damages in 
equity. In estimating the wrongdoer’s accountability account should be 
taken not only of all the profits made by the defendant, but also inquiry 
should be made in regard to all damages sustained by the plaintiff on 
account of the defendant’s wrongful acts. The profits recoverable for 
unfair competition are governed by the same rule, and are not limited to 
such as accrue from sales in which it is shown that the customer is actually 
deceived, but include all made on the goods sold in the simulated dress 
or package, and in violation of the rights of the original proprietor.” 


The reasoning and conclusion of the Court in the case of 
J. F. Rowley Co., 193 Fed. 390, 113 C. C. A. 386, and also in the 
case of P. E. Sharpless Co. v. Lawrence, 213 Fed. 4238, 130 
C. C. A. 59, are also to the effect that where the wrongful act 
constituting infringement or imitation of the product of another 
is such as to constitute unfair competition, the profits realized 
therefrom are recoverable by the injured party. As pointed out 
in a number of the various cases cited, the unfairness consists in 
the willful and deliberate infringement or imitation, and that 
determines the nature of the relief to be administered. In such 
cases a requirement that actual misrepresentation by the defend- 
ant in each sale must be shown would be impracticable, and would 
result in permitting the wrongdoer to appropriate the property 
of another without rendering an account. 

In our opinion, therefore, the master did not commit error 
in rejecting the evidence proffered by the defendant tending to 
show that certain purchasers of the articles in question were not 
misled or deceived. 

The language of the former decree of this Court in no manner 
indicates that the method of accounting above referred to is not 
to be adopted and followed by the Master, but rather the contrary. 
That decree was based upon the acts of unfair competition found 
by the Court of Appeals, as therein specifically stated, but it 
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required an accounting only as to sales of “metal containers such 
as that exhibited in plaintiff's exhibit, defendant’s cabinet,” which 
included only safes of olive green color, as heretofore described 
more in detail. It was the manufacture, advertisement, and sale 
of such safes, which the Court found, by reason of the points of 
similarity above stated, were intended to and did deceive the 
public. The unfairness and wrong consisted in the infringement 
or imitation, and the law presumes therefrom the misrepresenta- 
tion. Hence, an accounting for all sales of such safes should be 
required. The adoption of a different rule, particularly one re- 
quiring that evidence be furnished of actual verbal misrepresenta- 
tion in each sale, surely would have been indicated in clear and 
explicit language. It may be observed, too, that the application 
of the rule above indicated in the proceeding before the master 
was contemplated by this Court by its affirmance of the action 
of the Court of Appeals, subsequent to the original decree in this 
case, wherein the defendant was adjudged to be in contempt for 
continuing the manufacture and sale of said olive green safes. 

Should the defendant have been credited with interest upon 
the portion of its capital employed in the branch of its business 
devoted to the production of the safes in question? No question 
of fact is here involved, for the Master found that the “sum 
of $30,464.93 is a correct calculation of interest upon such pro- 
portion of defendant’s total invested capital, as is represented 
by the ratio borne by the gross sales of the safes in question to 
the gross sales of its entire business,” but concluded it would 
not be a proper item of deduction, and therefore disallowed it. 
Concededly, if the capital employed in the manufacture of these 
products had been borrowed the interest upon such indebtedness 
would necessarily be regarded as an item of expense, and con- 
sequently considered in determining the net profits of the busi- 
ness. The only objection of any force to the allowance of such 
item of deduction is that the defendant is thereby permitted a 
profit from the transaction; but it seems clear that the results 
are the same whether the defendant applies to such production 
money which it would otherwise have invested elsewhere, or goes 
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to a bank and borrows money for the same purpose, for net profits 
can be ascertained only by deducting the costs of operation, one 
item of which is interest on the capital actually invested and 
employed in such production. The profits to be accounted for 
in such case are not those which might reasonably have been made, 
but those which were actually realized from the sale of the in- 
fringed article. The wrongdoer is not permitted to profit from 
his own wrong, but actual cost and expense of production and 
sale should be considered in rendering such account. In de- 
termining such profits, interest on capital invested in a business, 
to the extent of actual employment in the infringing operations, 
along with the other items of expense of production and sale, 
should be deducted from the gross amount received for such 
product. Tremaine v. Hitchcock & Co., 90 U. S. (23 Wall.) 
518, 23 L. Ed. 97; Tilghman v. Proctor, 125 U. S. 136, 8 Sup. Ct. 
894, 31 L. Ed. 664; C. A. Briggs Co. v. National Wafer Co., 
215 Mass. 100, 102 N. E. 87, Ann. Cas. 1914C, 926; Seabury 
v. Am Ende, 152 U. S. 561, 14 Sup. Ct. 683, 38 L. Ed. 553; 
Western Glass Co. v. Schmertz Wire Glass Co., 226 Fed. 730, 
141 C. C. A. 486. 

We, therefore, agree with the holding of the Court of Ap- 
peals that such item should have been deducted in ascertaining 
the net profits. The expenses of the plaintiff in the way of 
accountants’ services in the preparation and presentation of its 
case, and the fees and expenses of the defendant in the patent 
litigation in New York, were not credited, the first to the plain- 
tiff and the second to the defendant, and such action is approved. 

It follows that the finding of the master commissioner, as 
modified by the Court of Appeals, should be affirmed. 

Judgment affirmed. 

Rosinson, Jones, and Day, JJ., concur. 

Wanamaker, J., not participating. 
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FLEISCHAKER ET AL. V. FRANK ET AL. 
New York Supreme Court, New York County 
December 13, 1924 


Unrairn Competition—Scopre. 

The legal principles of unfair competition are designed to reach 
almost any imitation by a business rival of some distinguishing ear 
mark of an established business which is calculated to mislead the 
public and lead purchasers into the belief that they are buying the 
goods of the first manufacturer. 

Unram Competition—ImitaTiInc THE APPEARANCE OF AN ArticLte—“Har- 
monica Joe” For Dotis—INJsuNcTION. 

After plaintiffs had put on the market a doll having a harmonica ‘ 
disposed at the mouth, defendants were restrained from putting out 
a doll similar thereto in type, costume or design, and from using the 
name “Harmonica Joe,” or a similar name, and were required to 
clearly distinguish their goods from those of plaintiffs. 





In equity. Petition for reargument of motion for preliminary 





injunction charging unfair competition in equipping a doll with 





a harmonica. Granted in part. 










Maz Shlivek, of New York City, for plaintiffs. 
Gustav Drews, of New York City, for defendants. 









By Mr. Justice Mircuett: This is a motion for a re- 
argument of plaintiffs’ motion for a preliminary injunction, which 





was granted. I have carefully reconsidered all of the affidavits 





and exhibits submitted on the motion and have considered the 





affidavits submitted on this motion for a reargument. I have con- 
cluded that, although plaintiffs are entitled to injunctive relief 
pendente lite, the injunction should not be as broad as that re- 








quested in the motion papers. Plaintiffs have a design patent, 






but their action, of course, is not predicated upon an infringe- 
ment of this patent. If it were it would not belong in this forum, 
but in the federal courts. The patent may or may not be valid. 







Its only significance here proceeds from any value it may have in 
identifying the design of doll therein set forth with plaintiffs’ 
firm. This action is based upon alleged unfair competition by 
reason of the manufacture and sale by defendants of a doll with 
a harmonica disposed at the mouth, a profitable trade in which 
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these plaintiffs have created. It appears that defendants entered 
the field with a doll equipped with a harmonica at the mouth some 
months after the plaintiffs marketed their doll. The harmonica 
feature is the one which the two dolls have in common; otherwise 
the two differ in type and dress. It is this feature concerning 
which plaintiffs complain. The law of unfair competition is 
based upon broader and more comprehensive principles than that 
of trade-marks. An action for infringement of a technical trade- 
mark must stand or fall on the right to exclusive use. In an 
action for unfair competition it is not necessary that plaintiff 
should have an absolute and exclusive right to the distinguishing 
mark or marks which he alleges the defendant has wrongfully 
used. The legal principles of unfair competition are designed to 
reach almost any imitation by a business rival of some distinguish- 
ing ear mark of an established business which the Court can see 
is calculated to mislead the public and lead the public purchasers 
into the belief that they are buying the goods of the first manu- 
facturer (Hopkins on Trade-Marks, Trade-Names and Unfair 
Competition, 4th ed., sec. 22). Suits for unfair competition in 
trade are founded upon the damage to the trade of the complainants 
by the fraudulent passing off of the goods of one manufacturer for 
those of another (see Shaver v. Heller, 108 Fed. Rep. 821, 826-7). 
As was said in Steiff v. Bing: ‘What makes the fight unfair is 
always the borrowing by the newcomer from the first maker of 
something not necessary to excellence of product, not required for 
functional perfection, yet almost invariably cleverly calculated to 
attract and fix the attention or please the eye of the careless” 
(215 Fed. Rep. 204). The burden of plaintiffs’ complaint is 
epitomized in the following passage from the affidavit of Hugo 
Baum submitted in support of the motion: 

“There is no doubt whatever but that the purpose of the defendants 
was to make a doll to so closely resemble that made by the plaintiffs as 
to deceive the trade generally, who, upon merely observing a doll with a 
harmonica attached to the mouth believed that it was a product of the 
plaintiffs’ concern, who had been in the doll business for over fourteen years. 
Furthermore, the defendants’ intention was undoubtedly to also deceive 


the public into believing that when they purchased a doll with a harmonica 
attached to it, they were purchasing an ‘Effanbee’ doll, because of the 














26 FIFTEEN TRADE-MARK REPORTER 


vast amount of advertising and publicity among the public at large. * * * 


There is nothing new or novel or particularly attractive about a single 
feature of the dolls made by the defendants except the harmonica attached 
to the mouth of the doll.” 

On the original motion defendants claimed that plaintiffs did 
not originate the harmonica-equipped doll or the trade therein, 
that a doll with the harmonica attachment was manufactured and 
exhibited to the trade by a third party in the early part of 
February, 1924, at the toy fair. Defendants stated in their affi- 
davits submitted in opposition to the motion that they were not 
able to secure from this third party the necessary affidavits, but 
they have now succeeded in procuring them and submit them on 
this motion for reargument. It appears from these affidavits that 
a doll of this kind was created by one George H. Parsons (who 
is associated with the Averill Manufacturing Company) prior to 
December, 1923, and was submitted by him to the president of 
that company about December 1, 1923, and to the treasurer thereof 
about December 1, 1923; that the doll was submitted to a number 
of buyers who called at the factory of that company in December, 
1923, and January, 1924; that the doll was exhibited by the 
company at the toy fair which began on or about February 4, 
1924, during the progress of which a number of orders therefor 
were received; that several thousand of these dolls have been 
manufactured and sold by that company, and that an application 
for a mechanical patent for the doll has been filed and is pending. 
It appears that plaintiffs completed the first sample of their doll 
on or about December 10, 1923, or January 10, 1924 (both dates 
are stated in Mr. Baum’s affidavit), and have since pushed its 
sale by advertising it as the “Harmonica Joe” doll. It further 
appears that plaintiffs’ sales of the doll have exceeded the sum 
of $100,000. It is evident that there is a desire upon the part 
of the public for a doll with a harmonica disposed at the mouth 
thereof. If the plaintiffs have created a desire upon the part 
of the public for their doll, they have a right to the benefit of 
that desire and have a clear right to be protected against the 
acts of a competitor calculated to pass his doll as that of the 
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plaintiffs’ and thus deceive the public as to the origin of the 
goods. A competitor may not steal the good-will attaching to 
plaintiffs’ personality, the benefit of the public’s desire to have 
goods made by the plaintiff (Flagg Mfg. Co. v. Holway, 178 
Mass. 83, 91). In this respect plaintiffs’ right is clear. But this 
motion is for an injunction in limine which is in effect deter- 
minative of the litigation and should not extend beyond the point 
where plaintiffs’ rights are clear upon the papers submitted. To 
enjoin the defendants from selling a harmonica-equipped doll so 
similar to that of the plaintiffs’ that it is calculated to deceive the 
public as to the origin of the goods and to require the defendants 
to clearly mark or tag their doll so as to indicate that it is the 
defendants’ and not the plaintiffs’ product is one thing, but to 
enjoin the defendants from manufacturing and selling any kind 
of a doll with a harmonica attached to its mouth is entirely another 
thing. I am prepared to do the former but not the latter on a 
motion such as this , which is, as before stated, for a preliminary 
injunction. The question as to plaintiffs’ right to enjoin the 
defendants from manufacturing and selling any doll with a har- 
monica or mouth organ attached to the mouth thereof must await 
the trial for determination. The motion for reargument is granted 
and the motion for an injunction pendente lite is granted to the 
extent hereinafter indicated. The defendants will be enjoined 
from manufacturing, selling, distributing or offering for sale in 
any manner any dolls with a harmonica attached to the mouth 
thereof which are similar in type, costume or design to the 
“Harmonica Joe” dolls manufactured and sold by the plaintiffs; 


from manufacturing, selling, distributing or offering for sale in 


any manner any dolls under the name of “Harmonica Joe” or 
any similar name, and the defendants will be required to clearly 
mark or tag their harmonica-equipped dolls hereafter manufac- 
tured, sold, distributed or offered for sale by them so as to indicate 
that they are the defendants’ goods. 
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Bernet, Crart & KaurrmMan Mitiuina Co. v. Pussy Wititow 
Company, Inc. 


Court of Appeals of the District of Columbia 
December 1, 1924 


Trape-Marxs—Recistaation—“Pussy Writow”—Part or Corporate Name 

—ApreaL—AFFIRMAL. 

The refusal of the Commissioner to register as a trade-mark the 
words “Pussy Willow” is affirmed, as the registration of these words, 
being part of opposer’s corporate name, is prohibited by the Trade- 
Mark Act of 1905. 


On appeal from a decision of the Commissioner of Patents 


refusing registration. Affirmed. (For the Commissioner's decision, 
see 13 T. M. Rep. 485.) 


Paul Bakewell, of St. Louis, Mo., and H. A. Coombs, of 
Washington, D. C., for appellant. 

Hans von Briesen and Louis Alexander, of New York City, 
for appellee. 


Per Curiam: This appeal is from the decision of the Com- 


missioner of Patents in a trade-mark opposition, refusing registra- 
tion to appellant company of a trade-mark for self-rising wheat 
flour. The mark consists of the words “Pussy Willow” accom- 
panied by some sprays of pussy willow. The opposition is based 
entirely upon the use of opposer’s corporate name, the registra- 
tion of which is prohibited by Section 5 of the Trade-Mark Act 
of 1905. 


The decision of the Commissioner is affirmed on the authority 
of The Asbestone Co. v. The Philip Carey Mfg. Co., 41 App.. 
D. C. 507 [4 T. M. Rep. 161]. 
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In Re THE APPLICATION OF JOHNS-MANVILLE, INCORPORATED 
Court of Appeals of the District of Columbia 
December 1, 1924 


Trape-Marxs—Cotorep Banp—Cotor as Trape-Mark—Va.ipiry—ApPeaL 

—AFFIRMAL. 

A colored band placed on the inside wall and at one end of a 
section of cylindrical pipe covering cannot constitute a valid trade- 
mark, since there can be no valid trade-mark in color alone; and the 
judgment appealed from was affirmed. 


Appeal from a decision of the Commissioner of Patents re- 
fusing to register a trade-mark. Affirmed. (For the Commis- — 
sioner’s decision, see 14 T. M. Rep. 34.) 


A. Parker Smith, of New York City, for the applicant. 
T. A. Hostetler, of Washington, D. C., for the Commissioner 
of Patents. 


Before Martin, Chief Justice, Ropp and Van Orspet, As- 
sociate Justices. 


Van Orsper, A. J.: This appeal is from the decision 
of the Commissioner of Patents denying registration of a 
mark described by the Commissioner as follows: “A mark con- 
sisting of a colored band, preferably of paper, placed on the inside 
wall and at one end of a section of cylindrical pipe covering. 
While originally the band was described as red in color, sub- 
sequently the application was amended to eliminate reference to 
any particular color, so registration is now sought for a band of 
any color placed in the position above noted.” 

We agree with the tribunals of the Patent Office that this 
case is conclusively controlled by the case of A. Leschen & Sons 
Rope Co. v. Macomber & Whyte Rope Co., 142 Fed. 289, in which 
the Court held that a color streak in a wire rope could not 
constitute a valid trade-mark, since there can be no valid trade- 
mark in color alone. Nor does the contention of appellant that 
the restriction of the application of the mark to a specific manner, 
strengthen its case. Inasmuch as appellant’s band is not restricted 
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to any distinctive color, it possesses no feature, irrespective of 
the manner of application, which would tend to distinguish the 
goods or their origin. 

The present case falls within the decision of this Court in 
Leschen & Sons Rope Co. v. Fuller et al., 218 Fed. 787 [5 T. M. 
Rep. 87]; and also within the decision of the Supreme Court in 
Leschen & Sons Rope Co. v. Broderick § Bascom Rope Co., 201 
U. S. 166 [1 T. M. Rep. 47]. 

The decision of the Commissioner of Patents is affirmed. 


Georce B. Grarr Company (Grarr-UNnpEerwoop Company Svus- 
stituTteD) v. THe H. C. Cook Company 


(Two Cases) 
Court of Appeals of the District of Columbia 
December 1, 1924 


Trape-Marks—Ossect to Distineutsu Goons. 

The object of a trade-mark is to distinguish the goods to which 
it is applied from similar goods and identify them with a particular 
trader or his successors as owners of a particular business. 

Trave-Marks—INTERFERENCE—“ViseE” oN Cuires—Lacues—Estorrpet—Ap- 

PEAL—REVERSAL. 

Where appellant, who was first to adopt and use the word “Vise” 
as a trade-mark for clips, subsequently sold to appellee his good-will 
and business therein, but later formed a selling agreement with the 
latter and built up an extensive business in the goods, and said goods 
bore for eight years appellant’s name thereon as maker, appellee 
was estopped to prevent the continued use of the mark by appellant; 
provided such use was such as to plainly indicate that the goods are 
the latter’s product; and the Commissioner’s decision granting registra- 
tion to appellee is reversed. 


Appeal from a decision of the Commissioner of Patents in 
an interference proceeding. Reversed. 


H. A. Dodge, of Washington, D. C., and H. M. Holmes, of 
Boston, Mass., for Graff Co. 

H. E. Rockwell, and E. M. Barthelow, of New Haven, Conn., 
for The H. C. Cook Co. 
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Before Martin, Chief Justice, and Ross and Van Orspet, 
Associate Justices. 





Ross, A. J.: These are trade-mark interference proceedings 
in which the Assistant Commissioner ruled that appellee was 
entitled to register the mark “Vise.” 

Originally Mr. Graff, as the exclusive licensee of the patentee, 
manufactured and sold paper clips under this trade-mark. In 
1910 he sold his good-will and business to the Cook Company. 
That company, failing to make a success of the business, entered 
into an arrangement with Graff in March of 1911, by which Graff 
undertook the sale of these clips, the same to be manufactured by 
the Cook Company. Thereafter, through quite extensive advertising 
and good business management, Graff built up a very considerable 
business, not only in these clips but in other similar devices, all 
of which were sold under this trade-mark. The Graff Company 
and the Graff-Underwood Company have succeeded to the rights 
of Graff. 

Early in 1913, Graff wrote the Cook Company, requesting 
that the clips have stamped thereon “my name, G. B. Graff Co., 
Boston.”” The Company responded in part as follows: “We agree 
with you that it would be a good thing to have your name on 
the vise clips for these reasons, but in looking over the article 
and the tools we see no way of getting it there without adding 
a whole lot to the cost, which is prohibitive. The boxes and con- 
tainers both have your name and address.” A short time there- 
after, however, the Cook Company did stamp on the clips them- 
selves the name of the Graff Company, and that practice continued 
until 1921, a period of about eight years, during which the public 
had a right to assume that the origin of the goods was the Graff 
Company and not the Cook Company. 

The object of a trade-mark is to distinguish the goods to 
which it is applied from similar goods and identify them with 
a particular trader or his successors as owners of a particular 
business. Elgin National Watch Co. v. Illinois Watch Case Co., 
179 U. S. 665; Columbia Mill Co. v. Alcorn, 150 U. S. 460; 
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Amoskeag Mfg. Co. v. Trainer, 101 U. S. 51, 38 Cyc. 678. It 
has been described as the commercial substitute for a signature, 
certifying to the genuineness of the goods to which affixed. See 
Menendez v. Holt, 128 U. S. 516. 

In the present case, for about eight years the public was 
given to understand that the origin or ownership of the goods, to 
which the mark was applied, was the Graff Company. Under 
such circumstances, we think the Cook Company is estopped to 
prevent the continued use of this mark by the Graff Company, 
provided the mark is so used as clearly to indicate that the 
product is that of the Graff Company. Under the original ar- 
rangement between Graff and the Cook Company, the company 
had the right to restrict Graff to the mere use of the mark and, 
in addition, to insist that the name of the Cook Company appear 
as the source of the product. This the Cook Company did not 
do, but, on the contrary, permitted the Graff Company to build 
up a business upon the reputation of the latter company. Now 
to permit the Cook Company to register the mark, upon the basis 
of its exclusive right to use it, would be inequitable and violative 


of the underlying purpose of the Trade-Mark Act. See Hanover 
Milling Co. v. Metcalf, 240 U. S. 403 [6 T. M. Rep. 149]. 
The decision is reversed. 
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EversuHare Pencit Company v. AMERICAN SaFety Razor Cor- 


PORATION 
(325 O. G. 5) 







Court of Appeals of the District of Columbia 






















April 7, 1924 


Trape-Mark—Name or AnotHer INnpivipvaL, Firm, Corporation, or As- 

SOCIATION—“EvEersHARP.” 

The provisions of the Trade-Mark Act do not permit an individual, 
firm, corporation, or association of another name to affect the good-will 
of an established individual, firm, corporation, or association, built 
up under his or its name, through adoption of that name or the salient 
and characteristic feature of that name as a trade-mark. 

Same—Same—Same—NameE witn Desien. 

The law does not permit the applicant corporation to adopt the 

dominant word in the name of the opposer corporation as a trade- 


mark, even with the representation of an arrow printed across the 
word. 


Same—NameE or REGISTRANT. 


An individual, firm, corporation, or association may register his 
or its name as a trade-mark, provided the registration be so accom- 


plished as not to prevent a like use of the same name by others 
similarly entitled. 


J. H. Milans and Mr. C. T. Milans, both of Washington, 

D. C., for Eversharp Pencil Co. 
W. Lee Helms, of New York City, for American Safety 
Razor Corporation. 





Before Smytu, Chief Justice, and Ross and Van OrspeEt, 
Associate Justices. 





Ross, J.: This is a trade-mark opposition proceeding in 
which the Eversharp Pencil Company, a corporation, opposes 
registration by the American Safety Razor Corporation of the 
word “Eversharp” as a trade-mark for razors, razor blades, safety 
razors and safety-razor blades. 

In the agreed statement of facts it appears that the appellant 
company was incorporated in 1916, when it succeeded to the 
business and good-will of Keeran & Co., including the trade-mark 
“Eversharp,” which mark appellant since has continued to apply 
to its mechanical pencils and leads therefor. 















It further appears: 
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“that the trade-mark ‘Eversharp’ constitutes the salient and characteristic 
feature of the corporate name of opposer.” 


In the statement accompanying its application for registra- 
tion, appellee alleged June 20, 1920, as the earliest date of its 
use of the mark. 

The Examiner of Interferences sustained the opposition be- 
cause opposer was incorporated prior to applicant’s earliest date. 
The Assistant Commissioner reversed the decision, the ground of 


the ruling being that applicant uses the word “Eversharp” in 


connection with an arrow, as follows: 


Sti siheS— 


The presence of this arrow, under the view of the Assistant 
Commissioner, renders applicant’s mark sufficiently distinctive. 
In other words, he held that the mark is not “merely that of a 
corporate name.” The question for decision, therefore, is whether 
one of two corporations of different names may adopt as its trade- 
mark the dominating feature of the corporate name of the other, 
under any circumstances. 

[1, 2, 3] In National Cigar Stands Co. v. Frishmuth Bro: 
§& Co., 324 O. G. 675 [14 T. M. Rep. 214], we ruled that the 
provisions of the Trade-Mark Act that no mark shall be registered 
which: 

“consists merely in the name of an individual, firm, corporation, or asso- 
ciation not written, printed, impressed or woven in some particular or 
distinctive manner,” 

do not permit an individual, firm, corporation or association of 
another name to affect the good-will of an established individual, 
firm, corporation or association, built up under his or its name, 
through adoption of that name as a trade-mark; that the real 
purpose of these provisions was to permit an individual, firm, 
corporation or association to register his or its name as a trade- 
mark provided that the registration be so accomplished as not to 
prevent a like use of the same name by others similarly entitled. 
That ruling is applicable and controlling here. See also: Asbe- 
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stone Co. v. The Philip Carey Mfg. Co., 41 App. D. C., 507, 200 
O. G. 857 [4 T. M. Rep. 161]; Mansfield Tire §& Rubber Co. 
v. Ford Motor Co., 44 App. D. C. 205, 222 O. G. 1056 [6 T. M. 
Rep. 141]; Beechnut Cereal Co. v. Beech-Nut Packing Co., 51 
App. D. C. 5, 273 Fed. 367, 287 O. G. 407; Howard Co. v. 
Baldwin Co., and Howard Co. v. Valley Gem Piano Co., 48 App. 
D. C. 437 [9 T. M. Rep. 116], and Tinker v. Patterson Dental 
Supply Co., 53 App. 37, 287 Fed. 1014, 310 O. G. 489 [13 T. M. 
Rep. 140]. 

The decision therefore is reversed and the opposition sus- 
tained. 

Reversed. 

Mr. Chief Justice Smyru dissents, upon the ground that ap- 
plicant’s mark does not consist merely in the corporate name of 
the opposer. 


In Re tHE AppLicaTion oF THe Dotty Varpen Cuoco.ate Co. 
Court of Appeals of the District of Columbia 
December 1, 1924 


Trape-Marxs—DerinITi0n. 

A trade-mark may consist in any symbol or in a form of words, 
but its office is to point out distinctively the origin or ownership of 
the articles to which it is affixed. 

Same—‘Wuen Worps Famu—Senn” ror Canpy—Want or Distincrive- 

NESS. 

The words “When Words Fail—Send” do not constitute a technical 
trade-mark, since they do not indicate origin or ownership of the goods 
to which they are attached. 


Appeal from a decision of the Commissioner of Patents re- 
fusing to register a trade-mark. Affirmed. (For Commissioner’s 
decision see p. 62, post.) 


Walter F. Murray, of Cincinnati, Ohio, for appellant. 
T. A. Hostetler, of Washington, D. C., for the Commissioner 
of Patents. 
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Before Martin, Chief Justice, Ross and Van Orspet, As- 
sociate Justices. 


Van Onrspet, Associate Justice: This appeal is from the 
decision of the Commissioner of Patents denying registration of 
the words “When Words Fail—Send” as a trade-mark for candy. 
The label accompanying the application bears the inscription 
“When Words Fail Send Dolly Varden Chocolates.” 

Registration was refused on the ground that the words do 
not constitute a technical trade-mark, since such a mark does not 
indicate origin or ownership of the article to which it is attached. 
Nor can it be appropriated by one person to the exclusion of 
another. In Elgin National Watch Co. v. Illinois Watch Case 
Co., 179 U. S. 665, 673, the Court defined a trade-mark as “a 
distinctive mark of authenticity, through which the products of 
particular manufacturers or the vendible commodities of particu- 
lar merchants may be distinguished from those of others. It may 
consist in any symbol or in any form of words, but as its office is to 
point out distinctively the origin or ownership of the articles to 
which it is affixed, it follows that no sign or form of words can 
be appropriated as a valid trade-mark, which from the nature of 
the fact conveyed by its primary meaning, others may employ 
with equal truth, and with equal right, for the same purpose.” 

The mark here sought to be registered falls far short of “a 
distinctive mark of authenticity.” It not only fails to meet the 
requirements of the above definition, but it falls within the ruling 
of the Patent Office in refusing registration in the following cases: 
“Not Right—Write—Will Make Right” as a trade-mark for saw- 
mill, shingle-mill, ete., Ex parte Sumner Iron Works, 147 O. G. 
237. “Good Candy—Nothing Else” as a trade-mark for candy. 
Ex parte Chocolate Products Co., 142 Ms. Dec. 335. “Rim Wind” 
and “Rim Set” as trade-marks for clocks. Ex parte Keyless Auto 
Clock Co., 142 Ms. Dec. 250 [13 T. M. Rep. 451]. This line of 
decision is sustained in Smith v. Krause, 160 Fed. 270, where 
the words “Merrie Christmas” were held not to constitute a valid 
technical trade-mark for ribbon. In Ault & Wiborg v. Cheshire, 
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191 Fed. 741 [2 T. M. Rep. 112], the Court held that complainant, 
in unfair competition, was not entitled to the exclusive use of 
the words ““No-Wash-Up” as applied to a printing roller. 

The decision of the Commissioner of Patents is affirmed. 


American Druaaists Synpicate v. U. S. Inpustriat ALCOHOL 
ComMPANY 


Court of Appeals of the District of Columbia 


December 1, 1924 


Trapve-Marxs—Opposition—“At-Ko.t”—ror BatHine aND MassaGinG Prep- 
araTions Contarninc AtLcoHot—DescaiptiveE—A PpPEAL—AFFIRMAL. 

The word “Al-Kol” is a mere misspelling of “Alcohol,” and is 
descriptive of the goods in which it is used, as well as of the opposer’s 
goods. 

Trave-Marxs—Opposirion—Wuto May Oppose. 

It is not essential that the opposer shall have a similar trade-mark 
to justify opposition. It is sufficient that a similar word has been 
used as a trade-name prior to the adoption of the mark by the 
applicant. 


Appeal from a decision of the Commissioner of Patents in 
an opposition proceeding. Affirmed. (For the Commissioner’s 
decision, see 14 T. M. Rep. 36.) 


W. E. Warland, of New York City, for appellant. 
Arthur Wright of New York City, for appellee. 


Before Martin, Chief Justice, Ross and Van Orspet, As- 
sociate Justices. 


Van Orspe, Associate Justice: This is a trade-mark op- 
position resulting from the application by appellant for the regis- 
tration of the word “‘Al-Kol” as a trade-mark to be used on alcohol 
preparations for massage, containing 92.5 per cent. alcohol. 

Appellee company filed its opposition to the registration of 
the mark on the ground that the word “Al-Kol” is merely a mis- 
spelling of the word “alcohol,” and that the mark. “Al-Kol,” if 
granted, would conflict with the right of the opposer to the use 
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of the word “alcohol,” associated with and upon various products 
placed upon the market by it, particularly compositions containing 
alcohol which are used for bathing and massaging, and other ex- 
ternal uses, which, it is alleged, it has manufactured and sold in 
large quantities since February, 1921. 

The contention that the opposer has no standing in an opposi- 
tion proceeding to contest the registration of applicant’s mark, 
is without merit. It is not essential that the opposer shall have a 
similar trade-mark to justify opposition. It is sufficient, as in 
this case, that a similar word has been used as a trade-name 
prior to the adoption of the mark by applicant. Johnson v. 
Brandau, 32 App. D. C. 348; Nairn Linoleum Co. v. Ringwalt 
Lineoleum Works, 46 App. D. C. 64. 

_ We agree with the Commissioner that the word “Al-Kol” is 
merely a phonetic or misspelling of the word “alcohol,” and is 
descriptive of the goods on which it is used, since they possess a 
large percentage of alcohol. It is equally descriptive of the goods 
of the opposer on which the descriptive term “alcohol” is used. 

As the Court said in Standard Paint Co. v. Trinidad Asphalt 
Mfg. Co., 220 U. S. 446 [1 T. M. Rep. 10]; “The word, therefore, 
is descriptive, not indicative of the origin or the ownership of the 
goods; and, being of that quality, we cannot admit that it loses 
such quality and becomes arbitrary by being misspelled. Bad 
orthography has not yet become so rare or so easily detected as 
to make a word the arbitrary sign of something else than its 
conventional meaning, as different, to bring the example to the 
present case, as the character of an article is from its origin 
or ownership.” 


Appellant is here seeking to register merely a phonetic spelling 
of a descriptive word used by opposer upon its various goods 
possessing similar descriptive qualities. The word sought to be 
registered is confusingly similar to the descriptive word “alcohol.” 
Opposer’s use of the descriptive word, therefore, is sufficient to 
support the opposition. | 

The decision of the Commissioner of Patents is affirmed. 
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THEODORE B. WAGNER V. THE VITAMINT CO., INC. 





Tueopore B. Wacner v. Tue Viramint Company, Inc. 
Court of Appeals of the District of Columbia 
December 1, 1924 





Trave-Marxs—Opposition—“VitamintT’—Rervusat to AwNnswer—Svrrici- 

ENCY oF NOTICE. 

Where appellant refused to answer a notice of opposition, but 
insisted on a motion to dismiss, judgment was properly rendered 
against him, inasmuch as the averments contained in the notice were 

sufficient to create an issue calling for an answer. 












Appeal from a decision of the Commissioner of Patents in 
a trade-mark opposition. Affirmed. (For Commissioner’s decision, 
see p. 60 post.) 


Hans von Briesen and Louis Alexander, of New York City, 
and Paul Finckel, of Washington, D. C., for appellant. 
W. E. Dyre, of Washington, D. C., for appellee. 


Before Martin, Chief Justice, Ross and Van Orspet, As- 
sociate Justices. 



















Van Orspet, Associate Justice: This appeal is from the 
decision of the Commissioner of Patents affirming a pro confesso 
judgment entered by the Examiner of Interferences against ap- 
pellant Wagner, who is seeking registration of a trade-mark for 
chewing gum containing vitamine. The mark consists of the 
word “Vitamint,” displayed in an unusual and distinctive type 
upon the lower of two connected rectangular panels. 

Appellee, Vitamint Company, filed a notice of opposition, 
alleging its own use of the word “‘vitamint’”’ as a trade-mark upon 
“medicated confection.” The notice of opposition also attacked 
Wagner's alleged use of the mark. Wagner moved to dismiss 
the opposition on the ground that the opposer alleged use of the 
mark since May 3, 1921, whereas he alleged use of the published 
mark since April 2, 1921. The motion to dismiss was denied, and 
Wagner was given time to file an answer to the notice of opposi- 
tion. In the meantime, appellee company filed interrogatories 
seeking to determine the actual date of Wagner’s adoption and 
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use of the mark. Two days after the time allowed Wagner to 
answer had expired, he filed exceptions to the interrogatories and 
stated on the record that he had “decided not to file an answer to 
the notice of opposition because he believes that the same does not 
set forth a good and sufficient cause of action.” The Examiner 
of Interferences ordered Wagner to show cause why judgment, 
based upon his default, should not be rendered. In response to the 
order to show cause he repeated his attack upon the sufficiency 
of the notice of opposition. This amounted substantially to a 
renewal of the motion to dismiss, with an additional ground to the 
effect that the goods on which the respective marks are used are not 
of the same descriptive properties. On this showing the Examiner 
of Interferences entered a judgment pro confesso, denying 
Wagner's right to register. 

On appeal, the Commissioner of Patents considered the ques- 
tion of the legal sufficiency of the notice of opposition, and upheld 
the decree, refusing to consider the issue respecting the descriptive 
properties of the goods of the parties, stating as his reason that 
this objection had not been raised by Wagner in his original motion 
to dismiss. In this situation the only question presented by the 
appeal, is the sufficiency of the notice of opposition to create an 
issue calling for answer. G. & J. Tire Co. v. J. G. Motor Car 
Co., 39 App. D. C. 508, 510. 

In the notice of opposition the Vitamint Company alleges 
that by reason of the striking similarity of the marks, under 
consideration, the granting of the registration of applicant’s mark 
would lead to confusion in trade, and that opposer having an 
established business and reputation by reason of its exclusive 
ownership of the mark “Vitamint,” used to designate a food 
product, would be injured by the use of the mark in connection 
with chewing gum. These averments. raised issues of fact the 
truth of which are admitted by the motion to dismiss the notice of 
opposition, which under the equity rules, applicable to these cases, 
is equivalent to a demurrer. 


The notice of opposition also contains the following aver- 
ment: “As a further and additional ground for opposition, the 
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opposer, The Vitamint Company, Inc., alleges that there is no 
proper or legal basis set forth in the application of Wagner for 
registration of the trade-mark as now shown by the drawing 
forming part of said Wagner application, and as published, the 
application as filed having been directed to a specifically different 
mark.” This averment in the notice of opposition raises a pertin- 
ent issue of fact, since it affirmatively appears from the record 
that the mark claimed by Wagner, in his original application, is 
not the same as the mark here in issue. 

The various issues of fact raised by the notice of opposition 
called for answer, and upon refusal of Wagner to answer, his 
action in insisting upon the motion to dismiss, is equivalent to 
standing upon a demurrer to the notice of opposition, and judg- 
ment was, therefore, properly entered. 

In response to a writ of certiorari issued on motion of the 
appellee, the Patent Office certified to this Court certain parts of 
the record which had been omitted. These we find material, and 
accordingly direct that the costs involved be charged against 
appellant’s deposit in the case. 

The decision of the Commissioner of Patents is affirmed. 


Ex parte Stanparp O11, Company (New Jersey) 
(328 O. G. 785) 


In the United States Patent Office 
October 6, 1924 


Trape-Marks—Carton AND AssEMBLAGE OF Matter THEREON—SECTION 1 

(b) Acr or 1920. 

The term “trade-mark” does not apply to a carton which is 
designed to contain a bottle of goods covered by a registered trade- 
mark, with an assemblage of matter on the carton, including the trade- 
mark, a representation of the bottle, a representation of other articles 
suggestive of the manner of using the goods, laudatory statements, 
and various items of information, including name and address of the 
manufacturer, character and quantity of the contents of the bottle, 
directions for use, and matter describing the goods and differentiating 

it from other goods. 
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Same—Convention or Avoust 20, 1910—Werappers, Cartons, aNp LaBeELs. 

The Trade-Mark Convention of August 20, 1910, does not on its 
face include a wrapper, carton, or label. 

Same—Lasets—Act or 1920. 
The act of 1920 distinguishes between trade-marks and labels. 
Same—Arrtemrt To Reocister Less THan Entire Marx. 

Where an applicant endeavored to register less than his entire 
mark, the Court of Appeals has sustained the Patent Office in refusing 
to register what the applicant presented, on the ground that it was 
not his trade-mark. 

Same—Artrempt to Reoister More THan Mark. 

Where an applicant endeavors to register more than his entire 
mark, registration may be refused on the ground that it is not the 
applicant’s trade-mark. 

Same—Artrempt To Reoister Carton as Trape-Mark—Reat Trape-Marx 

Printep on Carron. 

Where applicant points out on the top of its carton that the trade- 
mark for the protection of the public is “Nujol,” the Patent Office is 
justified in refusing to believe that its carton is its trade-mark. 

SAme—Acrt or 1920—Purpose or. 

One purpose of the act of 1920 is to allow our own citizens to 
register in our Office trade-marks which are excluded by the act of 
1905, to enable them to obtain registration in foreign countries in 
which the marks might be good trade-marks. 


On appeal from a decision of the Examiner refusing to 
register. Affirmed. 


Browne & Phelps, of Washington, D. C., for the applicant. 


Fennine, A. C.: The Standard Oil Company (New Jersey) 
appeals from the action of the Examiner of Trade-Marks refusing 
to register under the Act of March 19, 1920, for mineral oil for 
chemical, medicinal, and pharmaceutical purposes, what it alleges 
is its trade-mark. Applicant is the owner of Trade-Mark No. 
105,425, dated July 20, 1915, “Nujol.” It has presented here as 
specimens of its mark cartons in which it packs a bottle of Nujol. 
The drawing shows the blank form from which the carton is made. 
This has the usual four sides with four flaps forming the top and 
four flaps forming the bottom. In the drawing applicant has 
reproduced all of the printed matter included on the specimens, 
excepting the following, which appears on two of the bottom flaps: 
“30 p” and “Domestic—Robert Gair Company—New York” in 
an oval on a diamond, “Brooklyn Division, Brooklyn, N. Y.—N 
500.” The matter included in the drawing consists of what may 
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be referred to as the front of the carton, near the edge of which 
is an ornamental border within which appears “Nujol Reg. U. S. 
Pat. Off. a Lubricant—Not a Laxative—For Constipation.” Be- 
low this appears a picture of a bottle of Nujol, a carton bearing 
the printed matter, a clock, and a spoon, under which appears 
“Regular as Clockwork.” Below this appears “Nujol Laboratories 
Standard Oil Co. (New Jersey)—Bayonne, New Jersey, U. S. A.” 
This matter on the front of the carton is reproduced on the back 
of the carton. On one side appears “9 Fluid Ounces Nujol—Reg. 
U. S. Pat. Off —A Lubricant Not a Laxative—For Constipation—- 
Prescribed by Doctors—Not a Medicine or Laxative—Totally 
Different from Castor Oil—Cannot Gripe—Used in Leading Hos- 
pitals,” followed by an ornamental tailpiece. The other side of 
the carton carries ““Nujol—Reg. U. S. Pat. Off—A Lubricant— 
Not a Laxative—For Constipation—Information for Adults and 
Elderly People . . . Infants and Children . . . Expectant and 
Nursing Mothers—Complexion Troubles and Diet Suggestions— 
Read Booklet Enclosed,” followed by an ornamental tailpiece. 
One of the flaps forming the top of the carton has near its margin 
an ornamental border similar to the ornamental borders on the 
front and back of the carton and “Insist on Sealed Carton Bearing 
the Nujol—Reg. U. S. Pat. Off.—Trade-Mark for Your Protec- 
tien.” 


The Examiner has stated his rejection thus: 


“The mark as presented consists of everything shown on the specimens 
filed and presents a label. The disclosure is apparently proper subject 
matter for label registration under the Copyright Law of 1874.” 


« + + + + 

“* * * the mark presented contains so much matter copyrightable as 

a label that it is devoid of that unity and distinctiveness which indicates 

origin in applicant. Such distinctiveness is the essential characteristic of 
a registrable trade-mark. 

It is not essential here to determine whether the matter pre- 

sented by applicant is proper subject matter for copyright pro- 

tection as a label. That issue is not before us. Even if it were 

proper subject matter for label protection, it might also be proper 

to register it as a trade-mark. De Jonge v. Breuker & Kessler, 
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182 Fed. 150, 191 Fed. 35, 235 U. S. 83, 210 O. G. 717, 1915 
C. D. 314. 

The sole question before us is whether what has been pre- 
sented by applicant in its drawing is a trade-mark. I am unable 
to find any case, and counsel are unable to refer me to any case, 
in which matter analogous to that here considered has been held 
a trade-mark by any court. I am unable to find any definition 
either in textbooks or in the decisions of the Courts of the term 
“trade-mark” which by a reasonable interpretation might justify 
the inclusion of such an assemblage of matter as is here presented 
by applicant. The endeavor to define a trade-mark has been 
generally limited to the use of such terms as name, word, figure, 
letter, symbol, device, and the like. It is interesting to note that 
the Trade-Mark Convention of August 20, 1910, referred to in 
the Trade-Mark Act of 1920, on which the present procedure is 
based, defines a trade-mark as “any sign, emblem or especial name 
that may be adopted etc.” The Spanish equivalent in the treaty 
of “sign” is “signo,’ which may be as aptly translated “insignia.” 
It seems clear, therefor, that the treaty does not on its face en- 
deavor to include a wrapper, carton, or label. Moreover, Section 
1 (b) of the Act of 1920, under which the present application is 
filed, makes no reference to the 1910 treaty. 

There is an apparent intention on the part of the legislature 
to distinguish between trade-marks and things such as applicant 
has illustrated in his drawing. For instance, Section 4 of the Act 
of 1920 indicates that infringement may take place by unlawfully 
affixing a trade-mark “‘to labels, signs, prints, packages, wrappers 
or receptacles.” Section 6 of that Act by reference includes 
Section 20 of the Act of 1905, in which section we again find 
Congress differentiating between a trade-mark and “all Jabels, 
signs, prints, packages, wrappers or receptacles * * * bearing the 
trade-mark.” 


“A trade-mark may sometimes, it is true, in form serve as a label, 
but it differs from a mere label in such cases in that it is not confined to 
a designation of the article to which it is attached, but by its words, or de- 
sign is a symbol or device which, affixed to a product of one’s manufacture, 
distinguishes it from articles of the same general nature manufactured or 
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sold by others, thus securing to the producer the benefits of any increased 
sale by reason of any peculiar excellence he may have given to it. 
Amoskeag Manufacturing Co. v. Trainer, 17 O. G. 1217; C. D. 1880, 464; 
101 U. S. 51, 53. A mere label is not i tended to accomplish any such 
purpose, but only to indicate the article contained in the bottle, package, 
or box to which it is affixed. Higgins v. Keuffel, 55 O. G. 1139; 1891 C. D. 
403; 140 U. S. 428.” 









Of course it must be admitted that a label may consist merely 
of a trade-mark. For instance, a round sticker on which is printed 
only all of the matter included in the mark, favorably considered 
by the Supreme Court in Beckwith v. Commissioner of Patents, 
1920 C. D. 471, 274 O. G. 613, 252 U. S. 538 [10 T. M. Rep. 
255], would be sufficient foundation for registering as a trade- 
mark the entire label. Indeed, such a label was supported as a 
trade-mark in Heileman Brewing Co. v. Independent Brewing Co., 
191 Fed. 489 [2 T. M. Rep. 47], although in that instance the 
literal matter on the label was omitted from the trade-mark 
registration. In that case, with obvious propriety, the Court em- 
ployed the terms label and trade-mark as interchangeable, since 
the entire substance of the label was the trade-mark. 

Applicant cites In re Standard Underground Cable Co., 123 
O. G. 656, 27 App. D. C. 320, 1906 C. D. 687, as authority for 
insisting that the Patent Office may not determine what is an 
applicant’s trade-mark, but that he may elect to register anything 
of which he has shown use. In later cases, however, the Court 
of Appeals has sustained the Patent Office in refusing to register 
what the applicant presented, on the ground that it was not his 
trade-mark. In Re Motz Tire §& Rubber Co., 193 O. G. 513, 40 
App. D. C. 487, 1913 C. D. 459 [7 T. M. Rep. 32]; Quaker v. 
Quaker, 214 O. G. 684, 43 App. D. C. 260, 1915 C. D. 113 [5 
T. M. Rep. 197]; In Re Fitzpatrick Bros., 257 O. G. 1081, 48 
App. D. C. 241, 1918 C. D. 217 [9 T. M. Rep. 122]; Hay v. 
Malone, 288 O. G. 431, 50 App. D. C. 399, 1921 C. D. 236 [11 
T. M. Rep. 262]. To be sure in those cases applicant endeavored 
to register less than his entire mark; but the rule seems equally 
applicable to a proceeding in which applicant endeavors to register 
more than his entire mark. 
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182 Fed. 150, 191 Fed. 35, 235 U. S. 33, 210 O. G. 717, 1915 
C. D. 314. 

The sole question before us is whether what has been pre- 
sented by applicant in its drawing is a trade-mark. I am unable 
to find any case, and counsel are unable to refer me to any case, 
in which matter analogous to that here considered has been held 
a trade-mark by any court. I am unable to find any definition 
either in textbooks or in the decisions of the Courts of the term 
“trade-mark” which by a reasonable interpretation might justify 
the inclusion of such an assemblage of matter as is here presented 
by applicant. The endeavor to define a trade-mark has been 
generally limited to the use of such terms as name, word, figure, 
letter, symbol, device, and the like. It is interesting to note that 
the Trade-Mark Convention of August 20, 1910, referred to in 
the Trade-Mark Act of 1920, on which the present procedure is 
based, defines a trade-mark as “any sign, emblem or especial name 
that may be adopted etc.” The Spanish equivalent in the treaty 
of “sign” is “signo,” which may be as aptly translated “insignia.”’ 
It seems clear, therefor, that the treaty does not on its face en- 
deavor to include a wrapper, carton, or label. Moreover, Section 
1 (b) of the Act of 1920, under which the present application is 
filed, makes no reference to the 1910 treaty. 

There is an apparent intention on the part of the legislature 
to distinguish between trade-marks and things such as applicant 
has illustrated in his drawing. For instance, Section 4 of the Act 
of 1920 indicates that infringement may take place by unlawfully 
affixing a trade-mark “to labels, signs, prints, packages, wrappers 
or receptacles.” Section 6 of that Act by reference includes 
Section 20 of the Act of 1905, in which section we again find 
Congress differentiating between a trade-mark and “all labels, 
signs, prints, packages, wrappers or receptacles * * * bearing the 
trade-mark.” 


“A trade-mark may sometimes, it is true, in form serve as a label, 
but it differs from a mere label in such cases in that it is not confined to 
a designation of the article to which it is attached, but by its words, or de- 
sign is a symbol or device which, affixed to a product of one’s manufacture, 
distinguishes it from articles of the same general nature manufactured or 
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sold by others, thus securing to the producer the benefits of any increased 
sale by reason of any peculiar excellence he may have given to it. 
Amoskeag Manufacturing Co. v. Trainer, 17 O. G. 1217; C. D. 1880, 464; 
101 U. S. 51, 53. A mere label is not intended to accomplish any such 
purpose, but only to indicate the article contained in the bottle, package, 
or box to which it is affixed. Higgins v. Keuffel, 55 O. G. 1139; 1891 C. D. 
403; 140 U. S. 428.” 


Of course it must be admitted that a label may consist merely 
of a trade-mark. For instance, a round sticker on which is printed 
only all of the matter included in the mark, favorably considered 
by the Supreme Court in Beckwith v. Commissioner of Patents, 
1920 C. D. 471, 274 O. G. 613, 252 U. S. 588 [10 T. M. Rep. 
255], would be sufficient foundation for registering as a trade- 
mark the entire label. Indeed, such a label was supported as a 
trade-mark in Heileman Brewing Co. v. Independent Brewing Co., 
191 Fed. 489 [2 T. M. Rep. 47], although in that instance the 
literal matter on the label was omitted from the trade-mark 
registration. In that case, with obvious propriety, the Court em- 
ployed the terms label and trade-mark as interchangeable, since 
the entire substance of the label was the trade-mark. 

Applicant cites In re Standard Underground Cable Co., 123 
O. G. 656, 27 App. D. C. 320, 1906 C. D. 687, as authority for 
insisting that the Patent Office may not determine what is an 
applicant’s trade-mark, but that he may elect to register anything 
of which he has shown use. In later cases, however, the Court 
of Appeals has sustained the Patent Office in refusing to register 
what the applicant presented, on the ground that it was not his 
trade-mark. In Re Motz Tire §& Rubber Co., 193 O. G. 513, 40 
App. D. C. 487, 1913 C. D. 459 [7 T. M. Rep. 32]; Quaker v. 
Quaker, 214 O. G. 684, 43 App. D. C. 260, 1915 C. D. 113 [5 
T. M. Rep. 197]; In Re Fitzpatrick Bros., 257 O. G. 1081, 48 
App. D. C. 241, 1918 C. D. 217 [9 T. M. Rep. 122]; Hay v. 
Malone, 288 O. G. 431, 50 App. D. C. 399, 1921 C. D. 236 [11 
T. M. Rep. 262]. To be sure in those cases applicant endeavored 
to register less than his entire mark; but the rule seems equally 
applicable to a proceeding in which applicant endeavors to register 
more than his entire mark. 
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It is noted in the present instance that on the top of the 
very carton presented here applicant points out that the trade- 
mark for the protection of the public is “Nujol.” If it has elected 
to hold that out to the public as its trade-mark, the Patent Office 
is justified in refusing to believe that is carton is its trade-mark. 

Applicant reminds us that one purpose of the Act of 1920 
was to give our own citizens the same right of trade-mark pro- 
tection as was afforded citizens of foreign countries. The purpose 
of the Act was to allow our own citizens to register in our Office 
trade-marks which were excluded by the Act of 1905, so that 
they might obtain registration in foreign countries in which the 
marks might be good trade-marks. That purpose, of course, is 
a worthy one, and it behooves us to make every interpretation 
of the act reasonably possible to carry out that purpose. We 
must remember, however, that the act relates to trade-marks, 
and not to something else. It may be unfortunate for our foreign 
commerce that methods of collecting debts are not as convenient 
in foreign countries as in our own country; and it may be un- 
fortunate for foreign commerce that foreigners do not always 
understand instructions or directions printed in the English lan- 
guage; but the Act of 1920 makes no effort to correct these diffi- 
culties, nor does it make an effort to register what is not a trade- 
mark. We are reminded that under Section 1 (a) of the 1920 Act 
we place upon our register marks coming from foreign countries 
which apparently are cartons or labels or wrappers. This may be 
so, and we may be justified, since Section 1 (a) of the Act of 
1920 in terms specifically attempts to carry out the treaty of 
1910. As was said by the Court in Rossmann v. Garnier, 211 
Fed. 401, 205 O. G. 661, 1914 C. D. 228 [4 T. M. Rep. 183]: 

“* * * If the appellee could and did obtain French trade-marks, as 
she swears she did in her affidavit for registration, then under Article 6 
of the Treaty for the Protection of Industrial Property of March 20, 
1883 * * *, to which both France and the United States were parties, 


she would be entitled to protection in this country, whether or not we 


would have allowed such a mark as an original proposition under our 
laws.” 


In Fargo Mercantile Co. v. Brecht & Richter Co., 295 Fed. 
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823, the Court after quoting from the Act of 1874, referring to 
copyright of labels (“‘any print or label not a trade-mark”), said: 


“This is a plain recognition of labels entirely outside the class of 
trade-marks.” 


I am satisfied that the matter shown in the drawing cf the 
present application is a label, entirely outside the class of trade- 
marks, and therefore not entitled to registration. 

The Examiner of Trade-Marks is affirmed. 


[Nore:—In view of the fact that the Trade-Mark Act of 1920 makes 
no provision for an appeal from a decision of the Commissioner, counsel 
for applicant in this case, in association with the attorney for three other 
large exporting concerns whose applications under the Act were similarly 
rejected by the Patent Office, have prepared a Memorandum, wherein are 
cogently set forth applicant’s claim to registration of its entire label, 
based on the intent and meaning of the Act. As the considerations set 
forth in the Memorandum are of unusual interest, we reproduce it here, 
in somewhat condensed form, for the benefit of our readers.—Ep.] 


The Convention of Buenos Aires, to which the United States is a 
party, provides: 


Article I 


“That the signatory nations enter this Convention for the protection 
of trade-marks and commercial names.” 


Article IV 


“The following shall be considered as a trade-mark: any sign, emblem, 
or especial name that merchants or manufacturers may adopt or apply 
to their goods or products in order to distinguish them from those of other 


manufacturers or merchants who manufacture or deal in articles of the 
same kind.” 


The remaining articles of the Convention provide, among other things, 
that registration of a trade-mark by a national of one of the signatory 
states in any one of such states shall give the right to registration of 
such trade-mark in the other signatory states. 

The practice of commercial trade-mark piracy in foreign countries 
is so well-known that extended discussion thereof, or the citation of specific 
instances, seems unnecessary. In some foreign countries well-known and 
valuable trade-marks, owned and in extensive use by citizens of the United 
States, were copied and registered and their rightful owners held for 
blackmail when they sought to introduce genuine goods bearing them into 
the countries where the piratical registration had been effected. The entry 
by the United States into the Convention referred to and the passage of 
the Act of March 19, 1920, were sought as remedies for this wide-spread 
and evil practice. 

The Act of March 19, 1920, was intended, as its title shows, “to 
give effect to certain provisions of the Convention for the protection of 
trade-marks and commercial names, made and signed in the city of 
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Buenos Aires, in the Argentine Republic, August, 1910, and for other 
purposes.” The purpose of —s in the enactment of this law, in 
addition to its specific title, is made definite by the language of the report 
of the Senate Committee on Patents in considering the bill, such report 
stating: 

“This legislation has no effect on the domestic rights of any one. It 
is simply for the purpose of enabling manufacturers to register their 
trade-marks in this country for the purpose of complying with legislation 
in foreign countries, which necessitates registration in the United States 
as a necessary preliminary for such foreign registration. As the law 
now stands, it enables trade-mark pirates in foreign countries to register 
as trade-marks the names and marks of the American manufacturers, and 
thus levy blackmail upon them.” (Report No. 432, 66th Congress, 2nd 
Session. ) 


The hearings before the Senate Committee give further light on this 
subject when the views of the then Commisssioner of Patents are con- 
sidered. His statement follows: 


“We will under this bill, because we simply put it on the register. 
That is the keynote of the difference between this bill and the present 
trade-mark registration bill. The present trade-mark registration bill 
specifies what cannot be registered. You cannot register your name; 
you cannot register a descriptive word or geographical word—New York, 
Washington, etc.; you cannot register such words. But we may get 
those words to register from South America. We simply put those words 
on that register for what it is worth.” 


In many foreign countries, particularly those of Latin-America, the 
Trade-Mark statutes provide that marks must be registered precisely as 
they are used, and with all details of package, descriptive matter, and 
ornamentation included. This is coupled with the rule that in the case of 
a foreigner, the mark must be registered in the country of origin in the 
precise form in which it is applied for in the country where registration is 
sought. Therefore, it is necessary for an American citizen, in order to 
secure protection for his trade-mark in such country, to register the entire 
mark in all its details, and to secure such registration he must have a 
corresponding registration in the United States, so that unless the pur- 
pose of the Act of March 19, 1920, is to be entirely perverted, registrations 
under it must be allowed in the form in which they are required in foreign 
jurisdictions, and without regard to the various features making up such 
mark as a whole, and that all of said features must be included in the 
American registration. 

Subsequent to the passage of the Act of March 19, 1920, and for a 
period of years thereafter, the Patent Office admitted to its trade-mark 
registry almost everything, or anything, as a trade-mark, registration of 
which was sought under the provisions of the Act referred to. At that 
time it apparently recognized the clear purpose of the Act and that in 
order for an American dealer or merchant to obtain registration in the 
other signatory nations of the Buenos Aires Convention, it was necessary 
for him to obtain registration of his trade-mark in the United States for 
all of the matter used by him to identify his goods, whether certain of 
such matter was descriptive, geographical or otherwise made up of things 
which would not have been registrable under the provisions of the Act of 
February 20, 1905. This practice, as stated, continued for a period of 
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years, but suddenly the practice was changed. A recent instance is 
shown in the application of the Standard Oil Company (New Jersey), 
Serial No. 197,500, filed May 23, 1924, under the Act of March 19, 1920. 
This application sought the registration of the face of the carton con- 
taining “Nujol,” applicant’s well-known product. This application was 
rejected on the ground that, while containing matter registrable as a 
trade-mark, it comprised matter not so registrable. 

It is interesting to note that all of the distinctive features of the 
mark have been registered separately—some of them under the Act of 
February 20, 1905, and others under the Act of March 19, 1920. The 
result of this adverse ruling is that the applicant is unable to obtain 
registration for the tout ensemble of its but only for its separate 
parts when applied for in separate applications. It is, therefore, unable 
to obtain registration in Cuba and certain other of the signatory countries 
under the Convention for the dress of its goods as a whole. 

While objecting to the applications of its own nationals on the above 
grounds, the United States is accepting the applications for trade-marks 
from nationals of the others of the signatory countries to the Convention 
and registering such applications just as received. 

The definition of what is a trade-mark is broad enough to include 
labels such as are here involved. The following definitions (italics ours) 
are of interest: 


“Trade-marks are the means by which manufacturers and merchants 
identify their manufactures and merchandise.” Trade-Mark Cases, 100 
U. S., 82-87. 

“A trade-mark is something used on salable articles to distinguish 
them as the articles made by A to distinguish them from similar articles 
made or sold by B.” Hygeia Distilled Water Co. v. Hygeia Ice Co., 
70 Conn. 576. 

“Broadly defined a trade-mark is a mark by which the wares of the 
owner are known in trade.” Shaw Stocking Co. v. Mack, 12 Fed. 707-710. 

“A trade-mark may consist of a name or a device, or a peculiar ar- 
rangement of words, letters or figures in the form of a label which has 
been adapted and used by a person in his business to designate goods of 
a particular kind manufactured by it.” Commonwealth v. Sherman, 75 
N. E. 71, 189 Mass. 76; Gilman v. Hunnewell, 122 Mass. 139. 


The word trade-mark is often defined in statutes. Thus, in the 
Penal Code of New York, 1903, page 366: 


“A trade-mark is a mark used to indicate the maker, owner, or seller 
of an article of merchandise, and indicates among other things, any name 
of a person or corporation or any letter, words, device, emblem, figure, 
seal, stamp, diagram, band, wrapper, ticket, stopper, label or other marks.” 


The word labels also occurs in the Statutory definition in the following 
States: 


Penal Code California 1903, Chap. 353; Political Code Calif. 1903, Chap. 
3196; Idaho 1901, Chap. 4952: Rev. Stats. Utah 1898, Chap. 4485, 2720; 
Political Code Montana 1895, Chap. 3160. 

Whatever may have been the definitions of unregistrable matter prior 
to the Act of March 19, 1920, such, for instance, as words descriptive of 
the goods, geographical terms, etc., the clear intent and purpose of the 
Act of March 19, 1920, was to do away with such refinements where an 
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application was filed under this Act, and, as heretofore stated, such in- 
tention was clearly recognized for a period of years subsequent to its 
passage and applications both of aliens and our own citizens, all of which 
contained matter which could not have been registered under the Act of 
February 20, 1905, were sent to registration by the thousand. That this 
later Act is a mere recording Act and should be so construed is not only 
clearly established by the circumstances surrounding its enactment, but 
it has been judicially so defined. In Charles Broadway Rouss, Inc. v. 
Winchester Co., Circuit Court of Appeals, 2nd Circuit, April 28, 1924, 
the Court said: 


“Registration under the Trade-Mark Act of 1920 (41 Stat. 533) is not 
even prima facie evidence of title to the goods or name registered as a 
trade-mark.” 


In Standard Underground Cable Co., 27 App. D. C. 320, the Court 
held that an applicant is the sole judge of what his trade-mark consists. 


In Beckwith v. Commissioner, 252 U. S. 538, the Court said (italics 
ours): 


“Of course, refusal to register a mark does not prevent a former 
‘user from continuing its use, but it deprives him of the benefits of the 
statute, and this should not be done if it can be avoided by fair, even 
liberal, construction of the act, designed as it is to promote the domestic 
and foreign trade of our country. 

“Nothing is better settled than that statutes should receive a sensible 
construction, such as will effectuate the Legislative intention, and, if 
possible, to avoid an unjust and absurd conclusion. Church of the Holy 
Trinity v. United States, 143 U. S. 457.” 


There is no appeal from the adverse action of the Patent Office in 
cases under the Act of March 19, 1920, since the Court of Appeals of 
the District of Columbia has held that it is without jurisdiction to con- 
sider them (U. 8S. Compression Inner Tube Co. v. Climax Rubber Co., 
53 App. D. C. 370). 

Trade-marks, unlike patents, are not grants. The right is made by 
previous use by the owner in commerce. A practice which is predicated 
on the determination of their registration as a gift or grant, as in the case 
of patents, is erroneous and without due appreciation of the nature and 
inception of a trade-mark. To change and narrow a practice long con- 
tinued under the Act of March 19, 1920, and to apply such restrictions 
solely to our own nationals, is to destroy our export trade, while un- 
wisely promoting our import business. It leads to the inquiry as to why 
we entered into a Convention under which we penalize our own traders. 

































EX PARTE C. S. MARSHALL COMPANY 


Ex Parte C. S. MarsHatt Company 
(328 O. G. 528) 


April 23, 1924 


Trape-Marxs—ComBINATION oF Non-ReoistraBLE Worps—Name or Inoi- 
vipvaL Wir Descrarprive Worps—‘MarsHatt, Quatity Marn- 
TAINED.” 


Where the predominating word (“Marshall”) of a trade-mark is 
the name of an individual which is not written in such a way as to 
make the name itself secondary to the rest of the mark, and the 
descriptive words “Quality Maintained” are written above the first 
part and below the last part of the name, respectively, held that it is 
not improper to segregate the parts of the mark and consider them 
as such and then refuse registration of the combined mark. 

On appeal from a decision of the Examiner refusing to 


register. Affirmed. 
James R. Hodder, of Washington, D. C., for the applicant. 


Fennino, A. C.: Applicant appeals from the action of the Ex- 
aminer of Trade-Marks refusing registration as a trade-mark for 
shoes of “Marshall,” above the first part of which is written 
“Quality” and below the last part of which is written “Maintained.” 
It is clear from an inspection of the mark that “Marshall” is the 
predominant feature. It is the name of an individual, and con- 
sequently is not entitled to registration, since it is not written in 
such a characteristic way as to make the name itself secondary 
to the rest of the mark. Oliver Works v. Oliver Co., 40 App. 
D. C. 125, 192 O. G. 217, 1913 C. D. 419 [8 T. M. Rep. 288]. 
“Quality Maintained” is clearly descriptive, or intended to be, 
of the character, quality, and superiority of applicant’s goods. 

Applicant alleges that its mark should be allowed in view 
of the decision April 7, 1924, of the Court of Appeals in Irving 
Drew Co., 324 O. G. 676 [14 T. M. Rep. 225], reversing this 
Office, and allowing registration as a trade-mark for boots, shoes, 
and slippers of the words “Arch Rest.” Applicant quotes from 
that decision and then says: 


“Thus in the present application of ‘Quality Maintained’ there is no 
part of a shoe which can be considered as designated by the term of ap- 
plicant’s trade-mark. The words ‘Quality Maintained’ do not, therefore, 
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and cannot be considered as describing the merchandise, i. e., the shoes 
on which it is used.” 

This, of course, is an improper perversion of the Court’s de- 
cision. The Court of Appeals made no effort to say that only a 
term which was used to designate a part of a shoe could be 
refused registration for shoes. The Court did say: 


“The description, the inherent qualities, the characteristics of boots, 
shoes and slippers is one thing and the effect which the use of the articles 
may produce on the wearer is another.” 

Obviously, “Quality Maintained” relates to the characteristics 
or inherent qualities of applicant’s shoes and as such must properly 
be precluded from registration. 

In In Re Meyer Brothers Coffee and Spice Company, 32 
App. D. C. 277, 140 O. G. 756, 1909 C. D. 312, the Court of 
Appeals refused registration as a trade-mark for coffee of the 
words “America’s strength,” saying: 

“Neither of the words used in this combination would, standing alone, 
be registrable as a trade-mark for coffee. The word ‘America’ is clearly 
geographical. * * * The word ‘Strength, if used as a mark on coffee, 
would be descriptive of quality and likewise prohibited by Section 5 of 
the Trade-Mark Act of 1905. This Court has held that a registrable mark 
cannot be made by combining two non-registrable words. Kentucky 
Distilleries §& Warehouse Co. v. Old Lexington Club Distilling Co., C. D. 
1908, 417; 135 O. G. 220; 31 App. D. C. 323.” 

Applicant here urges that it is improper to segregate the parts 
of its mark and consider them as such and then refuse registration 
of the combined mark. That, however, is just what the Court of 
Appeals did in Meyer Brothers Coffee and Spice Company, and 
it is proper procedure. 

The cases of Ex parte Van Horn & Sawtell, 109 O. G. 1069, 
1904 C. D. 87, and Ex parte Sumner Iron Works, 147 O. G. 237, 
1909 C. D. 171, also lead to the conclusion that applicant’s mark 
can not be registered. 


The Examiner of Trade-Marks is affirmed. 
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A. E. Wrieut Company v. Tue Sar-A-Lee Company 
(328 O. G. 787) 


October 10, 1924 


Trape-Marxs—Act or 1920—Prorecrs Non-Tecunicat Trape-Marks. 
The Act of 1920 specifically provides for registering only marks 
which are not technical trade-marks. Therefore registrations under 


this Act must be treated differently from registrations under the 
Act of 1905. 


Same—Same—CanceLLATion—Prior Use Asroapn. 

Section (6b), Article IX, of the Convention of 1910 seems to 
provide that when a registrant has acquired a mark by use the 
registration may be taken away from him by showing that when he 
acquired the right to use it he knew it was used by another else- 
where, and it may be inferred from this that under Section 2 of the 
Act of 1920 when the original user whose mark has been copied enters 


the United States he is entitled to have the registration canceled. 
Same—Same—Descriptive Mark. 


The mere fact that a mark registered under the Act of 1920 is 


descriptive is not sufficient ground for cancellation of the registra- 
tion. 


Same—Same—Same—Svupsequent Apoption sy ANoTHER—CANCELLATION. 
Adoption of a descriptive term by another subsequent to an ap- 
plication for registration is not sufficient ground for canceling a 
registration of that term. 
Appeal from the Examiner of Interferences dismissing a 
petition for the cancellation of a trade-mark. Affirmed. 


Arthur E. Wallace, of Chicago, Ill., for A. E. Wright Com- 
pany. 

John A. Bommhardt, of Cleveland, Ohio and George E. Tew, 
of Washington, D. C., for the Sar-A-Lee Company. 


Fennine, A. C.: The Wright Company appeals from the 
action of the Examiner of Interferences dismissing the petition 
for cancellation of the trade-mark of the Sar-A-Lee Company, 
No. 174,532, registered October 16, 1923, under the Act of March 
19, 1920, for food products comprising a combination of ham and 
other ingredients forming a thick paste which is used as a sand- 
wich filler. The specimens filed with the application read: “Spred 
for Sandwiches” and the trade-mark as registered consists of the 
word “Spred.” This is obviously a misspelling of the common 
English word spread, which, by accepting registration under the 


Act of 1920, registrant admits is descriptive of its goods. Appel- 
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lant alleges use from a date subsequent to registrant’s date of a 
label bearing the words ““Taste-T-Spred, a Spread for Sandwiches 
and Cold Meats.” Obviously the goods of the parties are the 
same. 

The petition for cancellation sets out that registrant has: 
“threatened applicant’s customers with litigation proceedings based upon 
said registration by reason of the use by this applicant of the descriptive 
word SPRED in the labeling of its goods.” 

Under somewhat similar circumstances I canceled a registra- 
tion of a descriptive word in Climax Rubber Company v. U. S. 
Compression Inner Tube Co., 313 O. G. 458, 1928 C. D. 41 
[12 T. M. Rep. 470]. In that case it appeared that petitioner 
for cancellation had used the word in issue in connection with 

‘its inner tubes since prior to the date of application for registra- 
tion. That condition is absent in the present case. 

The Act of 1920 does not attempt to protect technical trade- 
marks. It specifically provides for registering only marks which 
are not technical trade-marks. Therefore, registrations under this 
act must be treated differently from registrations under the Act 


of 1905. Section 2 of the Act of 1920 is in substantially the same 
terms as Section 13 of the Act of 1905; but the words italicized in 


the following sentence appear in the Act of 1920, and not in the 
Act of 1905: 


“If it appear after a hearing before the Examiner that the registrant 
was not entitled to the exclusive use of the mark at or since the date of 
his application for registration thereof, or that the mark is not used by 
the registrant or has been abandoned, and the Examiner shall so decide, 
the Commissioner shall cancel the registration.” 

In the proceedings before the Senate Committee when the 
bill was pending in Congress (Hearings before Committee on Com- 
merce, U. S. Senate, 65th Congress, 2nd Session, on S. 4783, p. 16; 
July 3, 1918), I find the statement that those words were inserted 
in pursuance of Article IX of the Buenos Aires Convention of 
1910. 

It seems clear, then, that we should turn to Article IX of the 
Convention of 1910 to discover the meaning of these words. 
Article IX of the Convention reads: 
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“Any person in any of the signatory States shall have the right to 
petition and obtain in any of the States, through its competent judicial 
authority, the annulment of the registration of a trade-mark, when he shall 
have made application for the registration of that mark, or of any 
other mark calculated to be confused in such State, ‘with the mark in 
whose annulment he is interested, upon proving: 

“(a) That the mark, the registration whereof he solicits, has been 
employed or used within the country prior to the employment or use of 


the mark registered by the person registering it, or by the persons from 
whom he has derived title; 


“(b) That the registrant had knowledge of the ownership, employ- 
ment or use in any of the signatory States, of the mark of the applicant, 
the annulment whereof is sought, prior to the use of the registered mark 
by the registrant or by those from whom he has derived title; 


“(c) That the registrant had no right to the ownership, employment 
or use of the registered mark on the date of its deposit; 

“(d) That the registered mark had not been used or employed by the 
registrant or by his assigns within the term fixed by the laws of the 
State in which the registration shall have been made.” 


I am unable to find in this section anything which might 
have necessitated the insertion of the words “or since” other than 
Section (b) of Article IX. That section seems to provide that 
when a registrant has acquired a mark by use the registration may 
be taken away from him by showing that when he acquired the 
right to use it he knew it was used by another elsewhere. We may 
draw from this the inference that when the original user whose 
mark has been copied enters the United States he is entitled to 
have the registration canceled. To be sure it is rather difficult to 
follow the logic which led to the insertion of the words “or since” 
for this purpose, but clearly there is nothing in Article IX of the 
treaty which would justify the cancellation of the registered trade- 
mark under the circumstances presented in the instant case. The 
treaty apparently, like our statute, contemplates priority in use as 
giving right to the mark aside from the condition of Section (b) 
where the use is knowingly imitated. 

The Act of 1920 contemplates the registration of a descriptive 
word as a trade-mark. The mere fact that it is descriptive, there- 
fore, is not sufficient ground for cancellation of the registration, 
nor am I able to persuade myself that subsequent adoption of that 
descriptive term by another is sufficient ground for canceling the 
registration. It may be that since the mark is descriptive, a court 
will not find it infringed by the use by another of the same word 
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in a descriptive way, but that is a question to be determined by 
the proper courts, and not by this Office. 
The Examiner of Interferences is affirmed. 


DECISIONS OF THE COMMISSIONER OF PATENTS 
Act of 1920; No Exclusive Use 


Kennan, F. A. C.: Held that the American Printing Ink 
Company was not entitled to register, under the Act of March 19, 
1920, the notation “The American Printing Ink Company,” as a 
trade-mark for printing ink, in view of the fact that it had not 
‘had exclusive use of this mark during the year prior to its applica- 
tion for registration, the same having been used by the American 
Printing Ink Company. 

The case involved the question whether the American Printing 
Ink Company had lost its right to object to the registration of 
this mark by the American Printing Ink Company, because it 
had placed on its labels the notice “Registered Trade-Mark 
No. 316,” or “Registered in U. S. Patent Office Trade-Mark 
No. 316,’ when, in fact it had no such registration, but had 
copyrighted its label. 

The First Assistant Commissioner held that it had not thus 
lost its rights, the basis of the holding being that a mistake had 
been made by the officers of the corporation and that there was 
no intentional misrepresentation or, in fact, any misrepresentation 
which would have deceived the public. 

In his decision, after referring to a number of cases cited 
by the registrant, including Manhattan Medicine Company v. Wood 
et al., 108 U. S. 218, 23 O. G. 1925; Clinton E. Worden & Co. 
v. California Fig Syrup Company, 187 U. S. 516, 102 O. G. 623; 
Holzapfel’s Compositions Company v. Rahtjen’s American Com- 
pany, 183 U. S. 1, 97 O. G. 958; and Levi v. Uri, 135 O. G. 1363, 
31 App. D. C. 441, the First Assistant Commissioner said: 


“All these cases establish, clearly enough, that deception of the char- 
acter indicated in those adjudicated cases are sufficient to exclude a 
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party so offending from any claim based upon exclusive use or right to 
the use of a mark. All these cases can be distinguished from the case at 
bar in this that the former disclose deception as to the goods them- 
selves to be sold to the purchaser or customer, and the fraud was 
intentional.” 

* * * * + 

“In the instant case, there is no evidence that there was any intentional 
fraud, or that the statement of the witness that the notification to the 
public that the trade-mark was registered was a mistake should not be 
accepted. This explanation seems more probable when the wide-spread 
lack of information among laymen concerning the distinction between 
copyright of prints and labels and registration of trade-marks is con- 
sidered. Further, the purchasing public was not damaged or deceived 
in connection with the goods themselves. The purchaser would have little 
concern as to whether the notation or name by which he designated the 
goods he wished was registered as a trade-mark.” 

“In some adjudicated cases, the question at issue was solely the 
right to registration which had arisen in an interference proceeding, 
whereas the present issue involved in the instant proceeding is whether 
the registrant was entitled to registration when it filed its application. 
Petitioner is not now asserting a right to registration. Its right to use 
the mark on its goods is a common law right and it has used the mark 
continuously since before the registrant entered the field.” 

7” a * + * 

“After a review of the foregoing cases, and others with which I am 
familiar, it is believed the deception, which must be held to have been 
unintentional, of which petitioner is justly charged, is not of a character 
to warrant depriving it of its rights to use the mark as a trade-mark. 
The use by registrant of the same mark upon the same class of goods 
would probably. damage the petitioner.” * 


Conflicting Marks 


Fennine, A. C.: Held that applicant is not entitled to reg- 
ister “Sealtex,” as a trade-mark for men’s dress shirts and negligée 
shirts, in view of the prior use by opposer of the mark “Sealpax,” 
as a trade-mark for undershirts, drawers, union suits, night robes 
and pajamas. 

The grounds of the decision are that the goods are of the 
same descriptive properties and the marks are so similar as to 
be likely to cause confusion in the mind of the public when used 
on these goods. 

With references to the question whether the goods are of 
the same descriptive properties, the Assistant Commissioner said: 


*American Printing Ink Co. of Chicago, Ill. v. American Printing 
Ink Co. of Cincinnati, Ohio, 146 M. D. 302, Nov. 29, 1924. 


— 
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“In view of E-Z Waist Company v. Reliance Manufacturing Company 
1923 C. D. 197; 311 O. G. 709; 52 App. D. C. 201 [13 T. M. Rep. 96], 
holding work shirts goods of the same descriptive properties as children’s 
knitted waists, knitted and nainsook union suits, and sleeping garments, 
I have no hesitancy in finding the goods of the parties here involved of 
the same descriptive properties.” 


With reference to the question of the similarity of the marks, 
he said: 


“The marks are the same excepting for the substitution of the letters 
te for pa, in the middle of the word. I am unable to believe that this 
is sufficient distinction. The first syllables of the words are the same, the 
last letters are the same, the general sound and appearance are the same. 
The later comer has the world and his own ingenuity as a field for the 
selection of a trade-mark. For the benefit of himself and the general public 
as well as for the benefit of the earlier comer, he should select a mark 
which is clearly and beyond doubt distinguishable. Applicant in the 
present case has not done this. The doubt, if there is any doubt, would 
* have to be resolved against him.” * 


Fennina, A. C.: Held that applicant is not entitled to reg- 
ister as a trade-mark for an non-alcoholic, maltless beverage sold 
as a soft drink, a blue disk, in the center of which appears the 
words “It’s Osce-Kola,” in view of the prior use by The Coca-Cola 
Company of the words “Coca-Cola” as a trade-mark for a tonic 


beverage and syrup for manufacturing the same. 

The ground of the decision is that the essential feature of 
the mark sought to be registered is the word “Osce-Kola” and 
that these are so similar to the word “Coca-Cola” that their con- 
temporaneous use would be likely to cause confusion in the mind 
of the public and deceive purchasers. 

In his decision the Assistant Commissioner said: 


“In considering the mark the blue disk and ‘It’s’ may be disregarded. 
I must hold ‘Osce-Kola’ which is the predominant feature of the mark, 
so similar to ‘Coca-Cola’ that the two marks existing side by side in the 
trade would cause confusion. 

“The various decisions cited by opposer involving ‘Coca-Cola’ justify 
this conclusion. Applicant calls attention to the fact that the Supreme 
Court in sustaining opposer’s trade mark in Coca-Cola Company v. The 
Koke Company of America, 254 U. S. 143 [10 T. M. Rep. 441], suggested 
that the Coca-Cola Company came into court with unclean hands because 
of misleading and deceptive advertising. Later cases indicate that the 
Coca-Cola Company has purged itself of any iniquity which may have 
existed. Even if still existent, it would have no bearing on the present 


? Oppenheim Oberndof & Co., Inc. v. The Textile Shirt Co., 146 M. D. 
256, Oct. 17, 1924. 
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proeeeding, since the st»tute clearly prohibits the registration of a mark 
which would cause confusion in trade with another registered mark, and 
we act here in accord with the statute rather than in accord with the 
equitable precepts of unfair competition.” * 














Goods of Same Descriptive Properties 


Fenninea, A. C.: Held that applicant is not entitled to 
register the words “Fashion Park,’ for men’s hats and caps, in 
view of the prior use and registration by opposer of the same words 
as a trade-mark for clothing. 

The ground of the decision is that the goods are of the same 
descriptive properties and that any one seeing the mark on a cap 
would naturally assume that it was made by the same party who 
manufactured the clothing. 

In his decision the Assistant Commissioner said: 


“From the record it appears that opposer’s goods consist of men’s 
suits, overcoats, and trousers. The advertisements here exhibited clearly 
indicate that opposer makes and sells outing suits or golf suits. We 
may take judicial notice of the fact that it is not uncommon for shops 
to provide caps made of the same material as such suits. One purchasing 
a ‘Fashion Park’ suit bearing opposer’s mark and at the same time a 
‘Fashion Park’ cap of the same material would in ordinary course natural- 
ly and normally assume that the cap had the same source as the suit, 
especially since both the cap and suit would be purchased by the same 
class of customers in the same stores. To this extent, at least, we must 
find that if the cap were of inferior quality the reputation of the maker 
of the suit would be damaged. I have no hesitancy, therefore, in finding 
that the registration of the mark here involved to applicant would be 
likely to damage opposer within the meaning of the trade-mark statute. 
Attention is directed to the decision of the Circuit Court of Appeals for 
the Sixth Circuit in Vogue Co. v. Thompson-Hudson, 300 Fed. Rep. 509 
(See ante, p. 1). 

“I have less hesitancy in refusing to register applicant’s mark in 
view of the fact that applicant might well have chosen a mark different 
from opposer’s mark to distinguish its goods.” * 



















Motion to Dismiss 





Fennine, A. C.: Held that where, in a proceeding opposing 
the grant of a registration of a trade-mark, the applicant moved 
to dismiss the opposition on certain grounds and his motion having 


* The Coca-Cola Company v. Swett, 146 M. D. 281, Nov. 3, 1924. 


* Rosenberg Bros. & Co. v. Kasswan & Kessner, Inc., 146 M. D. 269, 
Oct. 24, 1924. 
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been overruled and no answer having been filed within the time 
fixed by the Patent Office, he could not, in response to an order 
to show cause why the opposition should not be sustained, raise 
new grounds, and on appeal from the decision of the Examiner 
of Interferences he could urge no other ground than that contained 
in his motion to dismiss. 

The application of Wagner was for registration of the trade- 
mark “Vitamint,”’ for chewing gum containing vitamines, while the 
opposition of the Vitamint Company, Inc., was based upon the 
alleged use of the word “Vitamint’” on malted yeast. The oppos- 
ing company alleged use of the mark at a date prior to the date 
of the application but subsequent to the date upon which the ap- 
plicant in the oath accompanying the application had stated he 
began the use of the mark. The original motion was based on the 
ground that the alleged use of the mark was not sufficiently early 
to overcome the date of use alleged by the applicant. This motion 
was overruled and thereafter applicant sought to raise the question 
that the goods were not of the same descriptive properties, that is, 
that they were not so similar that confusion would be likely to 


result from the simultaneous use of the mark by both parties. 

In holding that the applicant could not set up new grounds 
for dismissing the opposition in answer to the order to show cause, 
the Assistant Commissioner said: 


“It seems to be firmly established at the present time that the pro- 
cedure on a motion to dismiss under Rule 29 is the same as the former 
procedure under demurrer. I have no hesitancy, therefore, in holding 
that the question to be determined on this appeal is whether the allega- 
tions of the notice of opposition are sufficient to support the decree.” 

It is not difficult in opposition proceedings to find definite and 
exact analogies for the various equity pleadings. Bearing in mind 
that an opposition is an inter partes proceeding, it is clear that the 
first pleading in the case is the notice of opposition, which finds 
its analogue in the bill in equity. The answer of the applicant 
finds its analogue in the answer to the bill in equity. The motion 
of applicant to dismiss finds its analogue in the motion to dismiss 
provided by equity Rule 29. When the motion to dismiss is denied, 
the answer must be filed or a decree pro confesso entered. In the 
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present instance, applicant was given twenty days, instead of the 
five days provided by equity Rule 29, to file his answer. He 
was then served with an order to show cause why the decree 
pro confesso should not be entered. That order is analogous to 
the rule nisi, or “order” of Rule 16, which becomes absolute or 
final after thirty days (Rule 17). After the rule nisi, the only 
question open is whether there has been a default. The Examiner 
of Interferences, therefore, was clearly right in not considering 
the merits of the matter set up in applicant’s so-called answer 
to the rule to show cause. 

The only matter available on an appeal is whether the aver- 
ments of the bill support the decree, so that we are here confined 
to a consideration of the specific matter involved in the motion to 
dismiss the notice of opposition. Other matters which might have 
been raised must be considered waived by the applicant. 

The only pleading here is the notice of opposition against 
which was brought the motion to dismiss. The application cannot 
be taken as a pleading, since it was not filed in the inter partes 
case. If applicant wished to controvert any statement of the 
notice of opposition, it would have been a simple and easy matter 
to have filed an answer in that respect. Having to do so, the 
facts pleaded by opposer must be taken as true for the purpose 
of this appeal. 

There is, however, an important difference between an equity 
procedure and the present opposition procedure. In an equity 
case where there is a motion to dismiss the bill, defendant general- 
ly has in the record no evidence on which he may rely. In the 
opposition procedure there is in the record the application which 
may be considered as evidence on behalf of applicant. It is only 
prima facie evidence, however, of applicant’s use and ownership 
of the mark as of the day the application was filed complete 
(Rosenberg Company v. Phillips-Jones Company, Inc., 1921 C. D. 
81, 289 O. G. 411 [11 T. M. Rep. 323]), and that the date is 
not sufficient to overcome the date of use alleged by opposer in 
the present case. 


The application for registration of the instant trade-mark 
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alleges use of the mark prior to any date of use alleged by 
opposer in the notice of opposition, but there is no pleading to 
this effect. Applicant, therefore, may be able to plead a right to 
register his mark, notwithstanding the activities of the opposer 
set out in the notice of opposition, but he has not so pleaded. The 
Examiner of Interferences seems to have held that even if the 
application be considered a pleading, paragraph 6 of the notice 
of opposition above quoted was a sufficient attack upon the applica- 
tion to warn applicant that his alleged date of use would be 
attacked. Opposer having there alleged that in the application 
these is no legal basis for registration of the mark published, 
and applicant having failed to file an answer traversing that al- 
legation, it seems clear that the Examiner of Interferences was 
right in refusing to dismiss the opposition and consequently that 
he was right in rendering a pro confesso judgment against ap- 
plicant.° 


No Trade-Mark Use 


Kinnan, F. A. C.: This is an appeal from the Examiner's 
action in refusing to register as a trade-mark for candy, the words 
“When Words Fail—Send.” 

The First Assistant Commissioner, in affirming the decision 
of the Examiner, held that The Dolly Varden Chocolate Company 
of Cincinnati, Ohio, was not entitled to register, as a trade-mark 
for candy, the words which form part of a slogan, “When Words 
Fail—Send Dolly Varden Chocolates,” did not constitute a distinc- 
tive mark of authenticity but only such a phrase as cannot be 
exclusively appropriated. Obviously, any candy manufacturer 
should have the right to advise his customers to send a box of his 
particular candy when words fail the customer.® 
eee The Vitamint Company, Inc. v. Wagner, 148 M. D. 279, May 21, 


‘Ex parte, The Dolly Varden Chocolate Company, 143 M. D. 324, 
June 2, 1923. 
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